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Part | 


THE FOURTEENTH YEAR OF ADMINISTRATION OF THE 
LANHAM TRADEMARK ACT OF 1946'* 


By Walter J. Derenberg** 


INTRODUCTION 


While, as a result of the November election, far-reaching 
changes on the political scene have occurred and drastic legisla- 
tive changes carried into effect or proposed in many vital areas 
of trade regulation, there has been no indication thus far that 
the change of Administration would, to any substantial degree, 
extend or limit the frontiers of trademark law and protection. 
Contrary to antitrust law and the public law aspects of unfair 
trade as administered by the Federal Trade Commission, the 
past year and the current period do not reflect any accelerated 
efforts in the direction of basic changes in the private law of trade- 
marks and unfair competition. As a matter of fact, no new fed- 
eral legislation has been enacted during the past year and, with 
one or two exceptions, all legislative proposals toward revision of 
the Trademark Act of 1946 which are pending at the present 
time had already been introduced in the same or a similar ver- 
sion in previous years.’ The hope expressed last year that at 





t+ 100.3—-FrEDERAL TRADEMARK ACTS (CONSTRUCTION OF STATUTES)—ACT OF 1946. 
A Progress Report submitted to the Section of Patent, Trademark and Copyright 
Law of the American Bar Association, at its Annual Convention at St. Louis, Missouri, 
August, 1961. Reprinted by special permission from the August 7, 1961 issue of the 
Patent, Trademark and Copyright. Weekly Reports, Part Il. Copyright © 1961 by 
The Bureau of National Affairs, Inc., Washington 7, D.C. 

** Member of the New York Bar; Professor of Law, New York University School 
of Law. 

1. Among the bills still before Congress are these: S. 1281, introduced March 10, 
1961 by Mr. Javits, seeking to amend Section 526 of the Tariff Act so as to permit 
importation of trademarked articles for personal use; H.R. 4333, introduced February 
15, 1961 by Mr. Lindsay, the so-called “housekeeping bill” previously introduced as 
S. 2429 by Mr. Wiley; H.R. 116, introduced January 3, 1961 by Mr. Madden, the 
so-called “quality stabilization bill” concerned with the enforcement of state fair trade 
laws; H.R. 2261, introduced January 9, 1961 by Mr. Mahon, seeking drastically to 
revise the entire structure of the Trademark Act of 1946; S. 150, introduced January 
5, 1961 by Mr. Dirksen, seeking to permit the filing of an application based on an 
intention to use; H.R. 4590, introduced February 20, 1961 by Mr. Lindsay, the federal 
“unfair commercial activities” bill sponsored by the Committee on Trademarks and 
Unfair Competition of the Association of the Bar of the City of New York; 8. 1396, 
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least the Wiley “housekeeping amendments” to the Act of 1946° 
would become law has not materialized thus far; nor has the 
Lindsay bill,* which would create a federal law of unfair com- 
petition and which has almost unanimous support from all pro- 
fessional groups, been passed by either house at the time of this 
report. The only actually new legislative proposal, which has 
met with very considerable opposition, seeks to repeal the “re- 
lated company” provision of the Act of 1946* and substitute 
therefor a system of “registered users” patterned after the trade- 
mark law of some of the British countries.’ 

The only significant legislative enactment during the past 
year was not an act of Congress but an amendment to the New 
York General Business Law which, for the first time, authorizes 
the registration of service marks in New York and also makes 
the benefits of that State’s Antidilution statute® available to 
trademark owners regardless of the existence of a New York 
State registration, thereby reversing by legislative fiat the con- 
trary decision of the Second Cireuit Court of Appeals in the 
Dawn Donut case.’ 





introduced March 21, 1961 by Mr. McClellan, seeking to eliminate the present “related 
company” provisions and substitute therefor a system of “registered users” patterned 
after the law of certain British countries; H.R. 6245, introduced April 12, 1961 by 
Mr. Celler (S. 1552 in the Senate), seeking to amend and supplement the antitrust laws 
with respect to manufacture and distribution of drugs in numerous far-reaching respects; 
and the “perennial” WHITE HOUSE bill introduced again as H.R. 429 on January 3, 1961 
by Mr. Keogh. 

2. H.R. 4333, supra, n. 1. 

H.R. 4590, supra, n. 1. 

S. 1396, supra, n. 1. 

Hearings were held on S. 1396, the “registered user” bill, before the Subcom- 
mittee on Patents, Trademarks and Copyrights of the Senate Judiciary Committee 
on June 20-21, 1961. The United States Trademark Association, several Bar and Patent 
Law Associations and other groups appeared in opposition to the proposal. 

6. New York General Business Law Section 368-c(3), as amended by G.O. 969, 
Intro. 3426, Feb. 27, 1961, “An Act to amend the general business law, in relation to 
trade-marks and service marks,” effective Sept. 1, 1961. 

7. Dawn Donut Co., Inc. v. Hart’s Food Stores, Inc., 267 F.2d 358, 121 USPQ 430, 
49 TMR 631 (C.A. 2, 1959), discussed in The Twelfth Year of Administration of the 
Lanham Act of 1946, 122 USPQ No. 10, Pt. II, p. 20 et seg.; 49 TMR 1019 et seq. 

The author’s annual reports to the ABA on Administration of the Lanham Act, 
60 Stat. 427, 15 U.S.C. 22, since it became effective on July 5, 1947, and to which 
reference may be made in this report, are cited for the convenience of the reader: 
The First Year, Bureau Nat’l. Affairs (1948) and 38 TMR 628; The Second Year, 82 
USPQ No. 9, Part II (Sept. 17, 1949) and 39 TMR 651; The Third Year, 86 USPQ 
No. 10, Part II (Sept. 23, 1950) and 40 TMR 914; The Fourth Year, 90 USPQ No. 8, 
Part II (Sept. 15, 1951) and 41 TMR 893; The Fifth Year, 94 USPQ No. 8, Part II 
(Sept. 13, 1952) and 42 TMR 712; The Sizth Year, 98 USPQ No. 8, Part II (Sept. 
14, 1953) and 43 TMR 779; The Seventh Year, 102 USPQ No. 7, Part II (Aug. 16, 1954) 
and 44 TMR 991; The Eighth Year, 106 USPQ No. 8, Part II (Sept. 12, 1955) and 45 
TMR 987; The Ninth Year, 110 USPQ No. 8, Part II (Sept. 10, 1956) and 46 TMR 
1017; The Tenth Year, 114 USPQ No. 7, Part II (Aug. 12, 1957) and 47 TMR 879; 
The Eleventh Year, 118 USPQ No. 7, Part II (Sept. 8, 1958) and 48 TMR 1037; 
The Twelfth Year, 122 USPQ No. 10, Part II (Sept. 28, 1959) and 49 TMR 1019; 
The Thirteenth Year, 126 USPQ No. 8, Part II (Sept. 12, 1960) and 50 TMR 773. 
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Not only has there been no evidence thus far of “new fron- 
tiers” in the legislative area but our review of court and Patent 
Office decisions will reveal that, in contrast with some earlier 
periods of Lanham Act interpretation, these decisions have to a 
large extent followed the trend and policies which had been es- 
tablished in the recent past. Moreover, it will be found that once 
again the United States Supreme Court rendered no decisions 
interpreting the Lanham Act and even the number of decisions 
by the various federal courts of appeal appears to have diminished 
to a new low, while, on the other hand, the actual number of 
trademark appeals argued in and decided by the Court of Customs 
and Patent Appeals reveals an almost unprecedented increase, 
tending to reflect a preference by unsuccessful parties before the 
Patent Office to seek review before that administrative tribunal 
rather than before the federal courts. 


PART I. INTERPRETATION OF THE LANHAM ACT 
IN EX PARTE PROCEEDINGS 


I. THE PRINCIPAL REGISTER 
1. Registrability 


a. Trademarks and Trade Names 


One of the few cases which dealt, though only partially, with 
registrability of a trade name was /n re l’irstamerica Corpora- 
tion,’ where the examiner had rejected an application to register 
FIRSTAMERICA on the ground that that term was used only as ap- 
plicant’s trade name; however, the Trademark Trial and Appeal 
Board overruled the examiner, emphasizing that applicant had 
adopted the mark to identify its directories, had affixed the mark 
to its goods and the containers therefor and had transported the 
goods in commerce.” 


b. Slogans and “Combinations of Words” * 


At long last two court decisions have been rendered which 
squarely enjoin as trademark infringement and unfair competi- 


tion the imitation of paraphrasing of a well advertised slogan. 





8. 127 USPQ 94, 51 TMR 437 (Tm. Bd., 1960), discussed infra, at text and 
n. 82. 

9. For other cases involving trade names, see infra notes 174, 175, 176, 202, 205, 212, 
214, 221, 223, 224, 244, 247, 248, 251, 253, 257-262, and 280. 

10. See Whitaker, The Registration of Trade Slogans Under the Lanham Act, 
25 ALBANY L. Rev. 289 (1961). 
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In Anheuser-Busch, Incorporated v. Chemical Corporation of 
America" plaintiff secured a preliminary injunction enjoining 
defendant’s use of the language WHERE THERE'S LIFE... THERE’S 
BUGS in connection with a floor wax containing insecticides. In 
an oral opinion a Florida district judge held the use of this 
slogan to be in infringement of plaintiff’s slogan WHERE THERE’S 
LIFE... THERE’S BUD. It was held that plaintiff’s slogan had 
“indicia of property”. It should be noted, however, that the 
court took pains to point out that at this early stage of the litiga- 
tion it was not intended to deprive the defendant of the use of 


any particular words in the slogan, such as especially the word 
“life”. Moreover, there is no indication in the court’s opinion 
that the plaintiff’s slogan had been registered so that the result 


would presumably have been the same whether or not the plain- 
tiff’s slogan was buttressed by a federal registration under the 
Trademark Act of 1946. Only one week later, the same plaintiff 
was equally sucecssful in protecting the slogan against the identi- 
eal infringement in [llinois.** In granting a preliminary injunc- 
tion following the previous issuance of a temporary restraining 
order, the court enjoined the manufacturer of advertising and 
promotional films, tape and the like, which had been prepared by 
defendant for use in connection with the Florida defendant’s floor 
wax, from printing the infringing slogan upon the advertising 
material. In this instance the granting of injunctive relief was 
based on the “dilution” of plaintiff’s slogan and on the finding 
that plaintiff’s slogan, trademark and good will were “disparaged 
and degraded” by defendant’s paraphrasing. 

In view of the continued liberal registration by the Trade- 
mark Division of advertising slogans, it cannot be surprising 
that not more than three reported eases have been found in 
which the Appeal Board had to pass upon the registrability of 
slogans. In In re Pevely Dairy Company® the applicant had 
sought to register the slogan scoop oF THE MONTH for ice cream. 
Although registration was sought on the Supplemental Register, 
it had been refused by the examiner on the ground that the 
slogan was merely “informative” and therefore incapable of dis 
tinguishing. In overruling the examiner, the Board coneluded, 
however, that the slogan was original with the applicant and had 


11. 126 USPQ 464, 51 TMR 72 (D.C., N.D. Fla., 1960). 

12. Anheuser-Busch, Incorporated vy. Fred A. Niles Productions, Inc., 126 USPQ 
6, 51 TMR 75 (D.C., N.D. Iil., 1960). 

13. 128 USPQ 13, 51 TMR 334 (Tm. Bd., 1960). 
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“a eertain double entendre” which made it eligible for registra 
tion at least on the Supplemental Register. More reeently, the 
examiner had refused to register the slogan THE TEST IS IN THE 
roucH for knitted underwear, outerwear and hosiery, on the 
ground, inter alia, that the slogan was mere “trade puffery” 
incapable of distinguishing applicant’s goods. According to the 
examiner, the slogan had “no degree of ingenuity” but only 
stated “that which is expected of quality merchandise”. Ilow- 
ever, the examiner had indicated that the slogan might be capable 


of acquiring a secondary meaning. In reversing the examiner, 


} 
I 


the Board 
possesses a certain degree of originality” and which was, there 


eld the slogan to be “an alliterative slogan which 


fore, registrable on the Principal Register without reliance on 
Section 2(f) of the Act of 1946." 

Another Board ruling on the registrability of slogans arose 
in the course of an inter partes proceeding but may be briefly 
mentioned here. In Crane Packing Company v. Garlock, Ine.’ an 
opposition had been filed against registration of the slogan THE 
STANDARD PACKING OF THE WORLD alleging that the use of the initial 
article “The” would lead to the erroneous impression that ap- 
plicant’s packing was the only standard packing. This argument 
was characterized by the Board as “tenuous” and the conclusion 
was reached that the quoted slogan was neither misdescriptive 
nor misleading and that its registration would not result in dam- 
age to the opposer. 


c. Style, Model and Grade Designations 


, 


In In re J. Hungerford Smith Co.,° the Court of Customs 
and Patent Appeals affirmed a refusal by the Appeal Board to 
register on the Principal Register the word BurcuNpby for use on 
a soft drink syrup. The applicant had submitted evidence pur- 
porting to show that the word BurGuNpy had become distinctive 
of its product and that it had used the term since 1939. It was 
held, however, both by the Board and the majority of the Court 
that the word had significance only as a flavor designation and 
that, moreover, it was used by applicant only for the purpose 
of identifying the principal ingredient of the syrup (cherry). 
Judges Rich and Smith, in dissenting, expressed the view that 





In re Joseph Bancroft & Sons Co., 129 USPQ 329 (Tm. Bd., 1961). 
129 USPQ 293 (Tm. Bd., 1961). 
279 F.2d 694, 126 USPQ 372, 50 TMR 1266 (CCPA, 1960). 
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applicant was making a trademark use of the word BURGUNDY 
even as used in connection with a syrup, and that the mark was 






not deseriptive and its use by applicant connoted more than a 





mere flavor designation. 

In one instance, the issue of registrability of an alleged 
style designation reached the U.S. District Court in Armco Steel 
The applicant had unsuc- 






Corporation v. Watson, Comr. Pats." 
cessfully tried to register the designations iz-1PH and 17-7PH as 
used on stainless steel products. The Office had held that the 
letters pH stood for “precipitation hardening” and that the figures 







signified the proportions of the constituents of the alloys. Con- 






sequently, the marks had been held to be grade and style desig- 
nations rather than trademarks. In reversing the Patent Office, 
Judge Holtzoff reached the conclusion that the designations as 
stamped on the sheet products and as used in applicant’s catalogs 
and pamphlets had acquired trademark significance as a result 
of advertising expenditures during the past ten years exceeding 
half a million dollars and sales during the past year amounting 
to approximately $5,000,000. The Court observed that much of 
the evidence before it had not been made available to the Patent 
Office; since, contrary to other administrative proceedings, the 
court in patent and trademark suits of this type had no authority 
to remand the ease to the Patent Office for consideration of the 
new evidence, it had no choice but to reverse the Office and render 
judgment in favor of the plaintiff. It is interesting to note that 
the Court’s decision involves two applications filed as long ago 
as 1956 and that only about three weeks before the Court’s de- 
cision, the Appeal Board once again affirmed the examiner in re- 
fusing to register the notations 17-4PH and 17-7PH.’* This time 
the Board did have an opportunity to consider the additional evi- 
dence to which Judge Holtzoff referred in his above-mentioned 
decision, but once again reached the conclusion that the designa- 























tions used by applicant were grade designations only which had 
not acquired the stature of registrable trademarks. In the light 
of the Court’s subsequent decision, it must now be concluded that 








the designations here involved, even though originally grade 
designations, have won sufficient purchaser recognition to have 
become registrable trademarks on the Principal Register. 











17. 188 F.Supp. 554, 127 USPQ 415, 51 TMR 68 (D. D.C., 1960). 
18. In re Armco Steel Corporation, 127 USPQ 135, 50 TMR 1131 (Tm. Bd., 1960). 








he 





Vol. 51 TMR FOURTEENTH YEAR OF TRADEMARK ACT OF 1946 783 


The only other Board decision during last year on this as- 
pect was In re The Flintkote Company.’ It was there sought to 
register the words syLVAN WHITE for cellulosic tile. The examiner 
had refused registration on the ground that syYLVAN WHITE as used 
by applicant was merely a product designation but was overruled 
by the Board, which held that the term referred to one particular 
distinctive product with a white base but with an overall design 
available in at least two other products. 


d. Ornamentation 


It was in the three areas covered by this and the following 
two subtitles, Background Design and Conformation, that the 
most significant ex parte rulings were rendered by the Patent 
Office and especially by the Court of Customs and Patent Appeals 
in 1960-61. 

[It can now be stated with greater assurance than last year’ 
that the trend toward registrability of ornamental background 
material constantly grows more liberal. Since the Court of Cus- 
toms and Patent Appeals held in /n re Simmons Co.” that a series 
of horizontally spaced pairs of vertical rows of stitches on the 
outer vertical face of mattresses was subject to registration on 
the Supplemental Register, the Court in its most recent decision, 
in In re The Todd Co., Inc.,” unanimously authorized registra- 
tion on the Supplemental Register of the entire background ar- 
rangement of certain paper products such as checks, passports, 
licenses, gift certificates, ete. The trademark sought to be regis- 
tered was described as consisting of “a repeating pattern of green 
parallel lines having overlapping offset portions substantially as 
illustrated in the accompanying drawing.” The Appeal Board had 
held, in a two-to-one decision,** that such overall surface decora- 
tion or ornamentation did not function as a trademark. The Board 


had primarily relied on the Court’s earlier decision in the Burgess 
Battery case,** which, however, was now distinguished by Judge 
Rich on the ground that it had arisen under the Act of 1905. In 
holding the pattern capable of distinguishing, the Court said: 


19. 128 USPQ 12, 51 TMR 334 (Tm. Bd., 1960). 

20. The Thirteenth Year, supra n. 7, at p. 4, et seq.; 50 TMR at 778. 

21. 278 F.2d 517, 126 USPQ 52, 50 TMR 636 (CCPA, 1960), reversing 120 USPQ 
341, 49 TMR 1323. Cf. The Thirteenth Year, supra n. 7, at p. 16 and n. 195; 50 TMR 
at 808 and n. 188. 

22. 129 USPQ 408 (CCPA, 1961). 

23. In re Todd Co., Inc., 123 USPQ 562, 50 TMR 205 (Tm. Bd., 1959). 

24. In re Burgess Battery Company, 112 F.2d 820, 46 USPQ 39, 30 TMR 392 
(CCPA, 1940). 
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“It may well be that the casual observer, unsophisticated 
in the nonfunctional details of safety paper products by 
which they can be recognized, instantly, as the product of 
one manufacturer or another, would not regard the mark 
sought to be registered as an indication of origin. But once he 
has been told, we do not have the slightest doubt that from that 
moment on he will recognize the paper bearing appellant’s 
ereen staggered parallel unit design as a Todd product.” * 












This decision, particularly since it was unanimous, is likely to have 
a considerable impact upon the established practice of the Office 


not to register ornamental features which are not separately 





identifiable but serve as background for the entire commercial 





product or package. It is interesting to note that the Court, while 





distinguishing its own precedent in In re Burgess Battery Com- 





pany on the ground that that case had arisen under the Act of 





1905, failed to make any mention whatever of the subsequent 
decision by the Court of Appeals for the District of Columbia 
involving the identical question of registrability of the battery 
background design under Section 2(f) of the Act of 1946.°° It 
had there been specifically alleged that the Act of 1946 had liberal- 
ized registration of trademarks and that the Burgess Battery 
design should now be considered registrable under Section 2(f). 
However, both the District Court and the Court of Appeals (with 
one dissent) held that the stripe design was not a trademark for 
purposes of registration on the Principal Register but might 
conceivably qualify for registration on the Supplemental Register. 
Since the Todd case sought registration of the overall paper de- 
sign only on the Supplemental Register, it would to that extent 
seem to be in aceord with the position taken by the Court of Ap- 














peals in the battery case, but one may well wonder whether the 





Court of Customs and Patent Appeals, should it ever be con- 
fronted with the question of registrability of the Todd design 
under Section 2(f), might then give weight to the strongly ex- 
pressed opinion of the federal court in the second Burgess Battery 
litigation under the 1946 Act,*’ that mere dress of goods or orna- 







mental background could, under no circumstances, rise to the 





25. 129 USPQ 408, 410. 

26. Burgess v. Watson, 204 F.2d 35, 96 USPQ 293 (C.A. D.C., 1953), aff’g. 92 
USPQ 90, 42 TMR 237, 101 F.Supp. 812 (D. D.C. 1952); cert. den. 346 U.S. 822, 
99 USPQ 490 (1953). See The Ninth Year, supra n. 7, at p. 5, 46 TMR at 1027, and 
The Sixth Year, supra n. 7, at p. 7, 43 TMR at 791. 

27. Ibid. 

































B 


19! 
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dignity of a registrable trademark for purposes of the Principal 
Register. 


Cc. Background Design without Words or Other Content 


In this area, too, the Court of Customs and Patent Appeals 


in its most recent decision* has indicated a considerably more 
liberal approach than in its earlier ruling in the Brach case,” 
and has even further expanded the view taken more recently in 
the Matte r of the Application of Ie hr Manu ac tn } ng Company. 

It was held in the last mentioned case that a square red label, 
as such, had acquired a secondary meaning and was, therefore, 
inherently distinctive. In the most reeent Schenectady ease the 
majority decision went even further. Although the Board had 
found that the design sought to be registered was always used in 
conjunction with the word scneNnectapy, which appeared across 
the central horizontal section of the design consisting of a cloud 
and a lightning flash, the Court held that the design feature alone 
was capable of registration under Section 2(f) and was not so 
completely “blended together” with the word scHENEcTADY as to 
result in “a single commercial impression”.*? The Court accepted 
certain questionnaires and affidavits submitted by the applicant 
as sufficient evidence to prove that the design feature alone had 
acquired secondary meaning and was not inseparable from th 
word scHENEcTADY. The Court did not consider the design to be 
merely “background display” and did not find the result to be 
inconsistent with its previous decision in the Brach case and other 
similar holdings. A few months after the Court’s Schenectady 
decision, the Board refused to allow registration of a design fea 
ture for a floor sweeping compound shaped in the letter “C” on 
the ground that, as used by the applicant, the design was merely 
a decorative feature of applicant’s label, indicating the way in 
which the product was to be used, rather than functioning as a 
trademark.** In looking at applicant’s rather unique design illus- 
trated in the reported decision, one may well disagree with the 
3oard’s conclusion that the design would “not immediately create 


28. In re Schenectady Varnish Company, Inc., 126 USPQ 395, 51 TMR 98 (CCPA, 
1960). 

29. In re E. J. Brach § Sons, 265 F.2d 325, 118 USPQ 308, 48 TMR 1399 (CCPA, 
1958). 

30. 279 F.2d 526, 126 USPQ 381, 51 TMR 81 (CCPA, 1960); cf., The Thirteenth 
Year, supra n. 7, at p. 4, 50 TMR at 778. 

31. 126 USPQ 395, at 396, 51 TMR 98, quoting the Board’s decision, 120 USPQ 
413, 50 TMR 209. 

32. In re Cotto-Waxo Company, 127 USPQ 168, 51 TMR 90 (Tm. Bd., 1960). 
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any commercial impression” but was only indicative of the man- 
ner of use of the product. Once the background design in the 
Schenectady ease is recognized as having independent commercial 
trademark significance, the same conclusion would surely have 
been reached in the Cotto-Wazxo case. 


f. Design and “Conformation” 


Since registration of the Haig & Haig PINCH BOTTLE had been 
permitted on the Principal Register,** there has apparently been 
a wave of applications seeking to register the conformation of 
other less distinctive bottles or containers, as well as configura- 
tions of outward features of articles themselves. The Court of 
Customs and Patent Appeals took occasion in the TaBasco bottle 
ease, discussed last year,** to narrow the scope of the PINCH BorT- 
TLE case by refusing to register the shape of the pepper sauce 
bottle which was held to be “nondistinctive” without the identify- 
ing label. In the recent case of In re Johnson & Johnson, an 
application was filed to register a container for liquid glue on the 
Principal Register with and without the applicator cap used i 
conjunction with the container. The Board, in reliance on the 
TABASCO case, refused registration on the ground that there was 
nothing unique or inherently distinctive about the shape of ap 
plicant’s container and that the latter had no trademark signifi 
eance per se. The Board also noted that despite the fact that 
over a period of 20 years more than one hundred million units 
of this type had been sold, applicant had failed to show that the 
container, as such, without the accompanying trademark LE PAGr’s, 
had come to acquire separate and independent trademark signifi- 
‘ance. It would seem, however, that the device here involved 
may more closely approach the factual situation in the prncH 
BOTTLE, PEPSI-COLA, and coca-coLaA cases than the recent TABASCO 
ease on which the Board relied. 

Probably the most ambitious undertaking was an attempt re- 
cently made by the manufacturer of so-called “shaking tables” 
to register the rhomboidal outline of the working surface of the 
table as a trademark by invoking Section 2(f) of the Act of 











33. Ex parte Haig § Haig, Ltd., 118 USPQ 229, 48 TMR 1031 (Com’r, 1958). 
Cf. The Eleventh Year, supra n. 7, at 4 = 4,48 TMR at 1045. 

34. In re McIlhenny Co., 278 F.2d 953, 126 USPQ 1 38, 50 TMR 1254 (CCPA, 
1960), discussed in The Thirteenth Year, supra n. 7, at p. 5 et seq., n. 52, 50 TMR at 
782, n. 45. 

35. 129 USPQ 371 (Tm. Bd., 1961). 
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1946.°° The application was rejected on the ground that the shape 
of the table was not capable of distinguishing and was, more- 
over, functional in effect and purpose. It was also pointed out 
by the Board that applicant’s rhomboidally shaped deck had been 
protected by patent, so that a trademark registration for this 
feature would result in a perpetual monopoly of the subject mat- 
ter of an expired patent. In an unusually comprehensive and de 
tailed opinion, written by Judge Rich, the Court was unanimous 
in affirming the Board. The central theme of the Court’s opinion 
must be found in the following observation toward the end of the 
opinion: 


“... what appellant fails to take into account is that as to 
some words and shapes the courts will never apply the ‘see- 
ondary meaning’ doctrine so as to create monopoly rights. 
The true basis of such holdings is not that they cannot or 
do not indicate source to the purchasing public but that there 
is an overriding publie policy of preventing their monopoliza 
tion, of preserving the public right to copy.” * 


* * * 


“Publie acceptance of a functional feature as an indication of 
source is, therefore, not determinative of right to register. 
Preservation of freedom to copy ‘functional’ features is the 
determining factor.” * 


Judge Rich summarized the Court’s position as follows: 


“Where a shape or feature of construction is in its concept 
arbitrary, it may be or become a legally recognizable trade 
mark because there is no public interest to be protected. In 
such a case protection would not be lost merely because the 
shape or feature also serves a useful purpose.” * 


[I suggest that the same ultimate result may be reached in this 


and similar cases if we were to take the approach suggested by 
the British courts in interpreting the concept of “distinctiveness” 
as compared with that of “capability of distinguishing”. While 
at first blush it may seem almost paradoxical, it has been held in 
England on several occasions that certain words or features which 
may have become in fact distinctive are not necessarily eligible 





36. In re The Deister Concentrator Company, Inc., 289 F.2d 496, 129 USPQ 314 
(CCPA, 1961), rehearing den. June 2, 1961. 

37. 289 F.2d 496, 504; 129 USPQ 314, 322. 

38. Ibid. 

39. 289 F.2d 496, 506; 129 USPQ 314, 323. 
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for registration because they may not be “capable of distinguish- 
ing’? in a trademark sense. It is true that this theory has been 
resorted to in England primarily in connection with famous 
geographical designations, such aS YORKSHIRE Or LIVERPOOL,*’ yet 
it would equally apply in cases involving certain conformations 
or configurations by which the public may recognize the product 
of one particular manufacturer but which cannot, as a result of 
that recognition alone, fall within the definition of a registrable 
trademark or a “mark” at all. It was for this reason that the As- 
sistant Commissioner in the first case which came before the 
Patent Office involving the registrability of a configuration,*’ re- 
fused to register the shape of the headlights of a locomotive as 
a trademark on the Supplemental Register. In my opinion, the 
shape of an automobile, of a piece of furniture, a dish, glassware, 
or a camera is outside the realm of the trademark laws altogether; 
the fact that the public, perhaps even children, may recognize the 
outer shape of these products cannot, without more, be relied 
upon to bring such features within the scope of trademark regis- 
tration. If this were not so, there would soon be no need for 
design patent or copyright protection for utilitarian, ornamental 
or artistic features of many commercial products. This ‘may be 
but another way of saying that the mere fact that one may recog- 
nize a ForD automobile by the arrangement of the tail-lights, or 


by the outer contours of the car, should not suffice to constitute 


such features registrable trademark configurations, or—to return 
to the Deister case—of arguing that they should be recognized as 
distinctive trademarks under Section 2(f) of the 1946 Act. It 
would seem to be the better view that the shape of a table or 
chair, no matter how distinctive it may be, will never qualify 
for trademark registration on either Register since it lacks the 
commercial symbolism inherent in the trademark concept. 
Simultaneously with its decision in the Deister case, the Court 
of Customs and Patent Appeals also unanimously affirmed the 
Board in rejecting registration of an alleged trademark consisting 
of “a continuous spiral marking formed in relief on the surface 
of and extending for substantially the full length of the rod” for 
fishing rods.** The mark sought to be registered was found to be 





40. In re Yorkshire Copper Works, 71 RPC 150 (1954); Liverpool Electric Cable 
Co.’s Application, 46 RPC 99 (1929). 

41. Ex parte Mars Signal-Light Company, 85 USPQ 173, 40 TMR 377 (Com’r, 
1950). See Derenberg, Copyright No-Man’s Land: Fringe Rtghts in Literary and 
Artistic Property, 1953 COPYRIGHT PROBLEMS ANALYZED (CCH, tne 1955), at p. 218 et seq. 

42. In re Shakespeare Company, 289 F.2d 506, 129 USPQ 323 (CCPA, 1961). 
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nothing but an ineident of a patented process in the sense that 


the goods made by this process necessarily bore this mark; the 


Court held that whether or not the spiral rigid marking was fune 


tional in the sense that it performed a useful or decorative fune 
tion, it was unregistrable beeause of the existence of an “over- 
riding public policy of preventing ... monopolization, of preser\ 
ing the public right to copy”.** Accordingly, the spiral marking 
could not be monopolized by treating it as a trademark and was 
held unregistrable under the Act of 1946. 


g. Mer “Informational” or “Promotional” Material 


On a few occasions applications were rejected on the ground 
that the mark sought to be registered did not serve as an indica 
tion of origin but was merely in the nature of an “informational” 
statement. For that reason, registration of the term cHECK spo1 
was denied by the examiner as a trademark for a temperature 
indicator for frozen foods, however, the Appeal Board held that 
the term was capable of trademark significance despite the fact 
that it was to some extent, informational, and that it had been 
promoted by applicant as a trademark for its device and was 
recognized by purchasers as such.** But the applicant for regis 
tration of the term LUcKy 7 cLUB for indicia cards for use in shoe 
repair shops was unsuccessful both before the examiner and the 
Board.” It was found that applicant manufacturer furnished a 
supply of cards bearing this designation and the customer’s name 
to the purchasers of its machinery, who, in turn, made the cards 
available to their customers offering one free pair of new heels 
when a total of six pairs had been obtained at regular prices. 
Appliecant’s customers, i.e. the shoe repair shops, displayed signs 
stating “Ask about our LUCKY 7 cLUB’’. It was held that this con 
stituted merely a “promotional” device and that the designation 
was not intended to identify the cards with applicant, notwith 
standing the fact that applicant sold cards bearing this designa 
tion. 


h. “Merely Descriptive” Marks under Section 2(e) 


Only a few cases in which applications for registration on the 
Principal Register were denied on the ground of deseriptiveness 





43. Quoting In re Deister Concentrator Company, Inc., supra n. 36, 289 F.2d 504, 
129 USPQ 322. 

44. In re Schulein, 127 USPQ 133, 50 TMR 1131 (Tm. Bd., 1960). 

45. In re The Auto-Soler Company, 128 USPQ 351, 51 TMR 631 (Tm. Bd., 1961) 
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reached the Appeal Board, which overruled the examiner in three 
instances. In In re Continental Can Company,* the term tTwist- 
orF for closure caps for containers had been held to be merely 
deseriptive by the examiner but was held registrable by the Board 
in view of applicant’s very substantial use of the term and the 
secondary meaning which has been established therefor.’ Like- 
wise, the examiner’s rejection of the trademark kirry Lirrer for 
ground clay used for litters for small animals was overruled and 
the term held registrable despite its descriptive connotation ;' 
again it was emphasized that applicant had used the term for a 
period of at least twelve years and had widely advertised its 
product under that name, using such expressions as “There’s 
only one KirTy LITTER’, and similar phrases. The Board also dis- 
agreed with the examiner with regard to registrability of the term 
IRISHEEN for men’s and boys’ wearing apparel.*® In this instance, 
registration had been denicd on the ground that the term ap- 
peared to identify the fabric rather than applicant’s finished ap- 
parel item. It was held that despite the use of the word SHEEN, 
the mark would not by its nature indicate a fabric to the general 


publie but may well serve as a trademark for wearing apparel. 


The Board also partially disagreed with the examiner in con- 
sidering the registrability of the words Beauty ner for hair 
spray; the term was held to be neither merely descriptive nor 
an apt name for applicant’s product.” 

Both the examiner and the Board on appeal held unregis- 
trable, because of descriptiveness, the following marks: JAPAN 
FOLK CRAFT as applied to Japanese imported pottery items;° JET 
IGNITION as applied to a stoker incorporating a jet to ignite fuel; 
COLORPRINT as applied to maps and atlases printed in color; the 
term BRIEFHAND for textbooks and printed lessons was held to con- 
stitute merely the name of a system of shorthand and, as such, 


46. 126 USPQ 526, 51 TMR 327 (Tm. Bd., 1960). 

47. It would seem from the reported case that the evidence of secondary meaning 
had not been before the Examiner at the time of the rejection. 

48. In re Lowe’s, Inc., 127 USPQ 541, 51 TMR 539 (Tm. Bd., 1960). 

49. In re Palm Beach Company, 128 USPQ 407, 51 TMR 448 (Tm. Bd., 1961). 

50. In re Helene Curtis Industries, Inc., 128 USPQ 163 (Tm. Bd., 1961). 

51. However, the refusal to register was affirmed on the ground that prior regis- 
tration of the term BEAUTY SET for a hair conditioning creme and a hair color rinse 
prevented registration of BEAUTY NET for a hair spray. 

52. In re Iwasaki, 128 USPQ 20, 51 TMR 337 (Tm. Bd., 1960). 

53. In re The Babcock §& Wilcox Company, 128 USPQ 348, 51 TMR 639 (Tm. Bd, 
1961). 

54. In re American Map Company, Inc., 127 USPQ 63, 50 TMR 1129 (Tm. Bad., 
1960). The Commissioner on a previous occasion, 85 USPQ 51, 40 TMR 368, had held 
the word COLORPRINT highly descriptive. The numerous affidavits now submitted were 
held insufficient to establish distinctiveness under Section 2(f). 
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incapable of trademark registration; and in In re Reseska,’® the 
Board affirmed rejection of several applications for registration 
of the alleged trademark rRarInBow in a rectangular design of 
various colors for colored cigarette paper. In this instance the 
refusal was based on the ground that the representation of the 
eolorcd rectangular design was nothing but a representation of 
applicant’s product itself, 1.e., cigarette paper, and therefore did 
not function as a trademark.*’ 


1. Disclaimer and “Mutilation” 


It would seem that the Appeal Board continues to apply a 
less rigid standard with regard to the question of mutilation— 
at least in connection with applications in Class 38—than has been 
applied in the past. It may be recalled that in the Servel case,” 
the Court of Customs and Patent Appeals had held that the word 
SERVEL alone was subject to registration although the actual title 
of applicant’s house organ was SERVEL INKLINGS. The Court there 
had said: 

“The courts in a proper case may recognize the right to 
registration of one part of an owner’s mark consisting of two 
parts.” °° 


In In re Farmers Union Grain Terminal Association,” an ap- 


plication had been filed to register the letters Gra for a periodical 
publication, the complete title of which was cra picest. The Ex- 
aminer’s rejection based on mutilation was overruled by the Board 
which held that the deseriptive term 
an inseparable part of a unitary mark but that the initials cra 


‘digest’ did not constitute 


alone identified the applicant’s magazines. On the other hand, 
the examiner was affirmed in his rejection of a composite service 
mark in the nature of a seal which, as actually used, included 


55. In re Allied Publishers, Inc., 127 USPQ 389, 51 TMR 331 (Tm. Bd., 1960). 
56. 126 USPQ 478, 51 TMR 88 (Tm. Bd., 1960). 

57. The Board did not, however, agree with the Examiner’s observation that the 
word RAINBOW as used by the applicant identified the cigarettes rather than the paper 
with which they were manufactured. Most recently, the Board also affirmed the Examiner 
in rejecting the term SILVER COBALT in conjunction with the words SEALED CHARGE as 
merely descriptive of storage batteries; the words SEALED CHARGE were held to be 
merely descriptive of some of the characteristics of the product. In re Gould National 
Batteries, Inc., 129 USPQ 486 (Tm. Bd., 1961). 

Inter partes decisions by the Appeal Board and by the Court of Customs and 
Patent Appeals involving opposition and cancellation proceedings based on the issue 
of descriptiveness or genericness are discussed below, in Part IT, II. 

58. In re Servel, Inc., 181 F.2d 192, 85 USPQ 257, 40 TMR 413 (CCPA, 1950). 

59. Ibid., 85 USPQ 260, 40 TMR at 417. 

60. 127 USPQ 141, 50 TMR 1133 (Tm. Bd., 1960). 
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the word BLUE in association with the word FruNps, but from the 
drawing of which the word BLUE was deleted for the purpose of 
avoiding a possible opposition."’ Applicant’s argument that the 
word BLUE Was “a very, very, very minor part of the mark” was 
not aceepted by either the examiner or the Board. 


Ka parte Re jection Base d Ol Like lihood of Confusion 


In the relatively few instances in which unsuccessful appli- 
eants took an appeal to the Board secking to overcome a rejec- 
tion based on a prior registration, they remained unsuccessful 
in all but two eases. In the following instances likelihood of con 
fusion between applicant’s mark and a prior registration was 
found to exist by both the examiner and the Board: the letter 
“K” for motion picture cameras and projectors and the regis- 
tered marks “Ix” and design for films and plates, ete. and K-coLoR 
for sensitized photographie film;** it was held to be immaterial 


that applicant used its mark only in association with the principal 


trademark KEYSTONE; PROPOMEEN for condensation products of 
propylene oxide with aliphatic amines and the registered mark 
PROMEEN, for primary, secondary, tertiary, and quaternary amines, 
both used as emulsifying and wetting agents; wHite HovusE for 
flower bulbs and the registered mark WHITE HOUSE for grass seed 
(a letter of consent from the prior registrant was disregarded 
in view of the identity of the marks and similarity of goods) ;” 
TILT-LINE for aluminum combination windows and the registered 
mark TILT-0-LiTeE for the same goods (one member of the Board 
dissented on the ground that the term TILT was highly descriptive 
as applied to storm windows and that the remaining portion of 
the two marks created a distinetly different impression) ;” 
ASTRONAR for telephoto lenses and astro for photographic lenses ;°° 
VELVET 9s for gasoline and the notation veLver p for lubricating 
oils and greases ;"" sic6ner for thermostatically operated or ther- 
mally responsive electric controls, and similar goods, and the 
registered mark sicnet for electrical apparatus, including irons, 


61. In re American Independent Mutual Casualty Co., 128 USPQ 404, 51 TMR 447 
(Tm. Bd., 1961). 

62. In re Keystone Mfg. Co., 126 USPQ 67, 50 TMR 1000 (Tm. Bd., 1960). 

63. In re Armour and Company, 126 USPQ 381, 50 TMR 1275 (Tm. Bd., 1960). 

64. In re Driehuizen Brothers, d.b.a. White House Nurseries, 127 USPQ 341, 51 
TMR 108 (Tm. Bd., 1960). 

65. In re Rogers Industries, Inc., 128 USPQ 15 (Tm. Bd., 1960). 

66. In re Encino Engineering, 128 USPQ 23, 51 TMR 338 (Tm. Bd., 1960). 

67. In re The British American Otl Company, Limited, 128 USPQ 45 (Tm. Bd., 
1960). 








Vol. 51 TMR _FOURTEENTH YEAR OF TRADEMARK ACT OF 1946 793 





toasters, ete. (different Patent Offiee classifications were held im- 
material where purchasers “may reasonably attribute a common 
origin to the products involved”). 

On the other hand, the Board, contrary to the Examiner, 
found no likelihood of confusion between Ez-rwist-t1 for wire 
reinforced flat twine and tTwist-N-TyYE registered on the Supple- 


68 


mental Register for identical goods; and with regard to an ap 
plication to register micro-Fax for light sensitive film and paper, 
cameras, ete., where the examiner had cited the registered mark 
MICRO-FILE as used on similar goods, it was held that the deserip 
tive connotation of the word micro and the differences between 
the marks in their entireties eliminated likelihood of confusion.’ 

Two ex parte rejections based on likelihood of confusion re- 
cently reached the Court of Customs and Patent Appeals. In 
In re The Dobeckmun Company,” the Court unanimously affirmed 
the Board which had held the mark purari_o for certain types of 
film to be unregistrable in view of the prior registration of 
DUROFOIL for a wrapping material laminated to transparent film 
material. The differences between the marks were held to be 
without significance: nor was a finding of likelihood of confusion 
eliminated by applicant’s argument that its goods were sold only 
to discriminating purchasers. The Court said: 


“Kiven such a discriminating purchaser might well assume that 
the names DURAFILM and pUROFOIL were trademarks on com 
panion products, i.e., the ‘films’ and ‘foils’ of a single pro- 
ducer.” 


The Court also unanimously affirmed the Board in refusing regis- 
tration of the mark seILer’s as a service mark for catering food 
on the ground of likelihood of confusion with a prior registration 
of the identical mark for smoked fish and smoked and cured 
meats."* The applicant’s contention that a catering food service 
was quite distinct from selling specific food products was rejected 
on the ground that persons attending banquets catered by ap- 
pellant would naturally assume, when finding food products in 


grocery stores under the same name, that such products originated 


with the catering firm; nor was the applicant’s argument per 


. In re Iron Fireman Manufacturing Company, d.b.a. Signet Controls, 128 USPQ 
51 TMR 447 (Tm. Bd., 1961). 
In re J. F. Auer, Inc., 128 USPQ 304, 51 TMR 544 (Tm. Bd., 1961). 
In re Eugene Dietzgen Co., 128 USPQ 353, 51 TMR 640 (Tm. Bd., 1961 
128 USPQ 424 (CCPA, 1960), rehearing den. Feb. 21, 1961. 
In re H. J. Seiler Co., 289 F.2d 674, 129 USPQ 347 (CCPA, 1961). 
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suasive that it had used certain legends and a decorative panel 
in conjunction with the mark for many decades and that con- 
tinued use of these additional features would serve to eliminate 
likelihood of confusion. This contention was rejected by the 
Court on the authority of its earlier decision in the Salem case,” 
where it had been pointed out that there would be no assurance 
of continued use of such additional features and that for that 
reason alone they had to be disregarded in determining the con- 
fusion issue. 


k. Service Marks 


Almost no appeals seem to have been taken during the year 
from ex parte rejections of service mark applications. In one in- 
stanee, both the Examiner and the Board denied registration to 
an applicant seeking to register the words No paMaAGE within a 
circle on a diagonal bar design, as a service mark for leasing 
freight carriers and giving advice in the loading and locating of 
such ears.* It was found that the words No paMAGE as displayed 


on applicant’s cars were nothing but a condensed announcement 


to the effect that the load carried in the cars would not be dam- 
aged in transit; two isolated affidavits submitted by applicant 
testifying to the service mark character of the words were held 
insufficient to prove that the words had lost their ordinary mean- 
ing and had come to mean a serv’ce originating exclusively with 
the applicant. 


2. Trademark Use and Ownership 
a. “Use nm Commerce” 


In a ease of first impression, the Appeal Board had to pass 
upon the question whether the word auti-crutsEr for aircraft 
was subject to registration based on a so-called “fly-away” use 
by applicant’s customers without any actual shipment of the air- 
eraft itself.” It appeared that the purchaser traveled to appli- 
‘ant’s place of business and would then fly away with the pur- 
chased aircraft. The examiner had refused registration on the 
ground that such use did not constitute “use in commerce” under 








73. Salem Commodities, Inc. v. Miami Margarine Co., 244 F.2d 729, 114 USPQ 124, 
47 TMR 1267 (CCPA, 1957). 

74. In re General American Transportation Corporation, 127 USPQ 87, 51 TMR 
329 (Tm. Bd., 1960). 

75. In re Aero Design and Engineering Company, 126 USPQ 210, 50 TMR 1127 
(Tm. Bd., 1960). 
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the 1946 Act. The Board held, however, that sinee Congress had 
enacted special legislation with regard to the manufacture and sale 
of aircraft by passing the Federal Aviation Act of 1958,*° it was 
clear that applicant’s use even on a “fly-away” basis constituted 
use “in commerce” for registration purposes, regardless of whether 
the purchase was actually completed and title passed before the 
aircraft was flown across a state line. 


b. Does First Use by Applicant’s Purchasers Satisfy 
the “Use” Requirements of Section 1? 


In another case of first impression which reached the Court 
of Customs and Patent Appeals, the question arose whether a 
trademark application for a crimp design incorporating the letter 
“D” for electrical connectors and terminals could be based on ap- 
plicant’s sale of equipment tools by which its alleged trademark 
would be subsequently applied by the purchaser after delivery 
and during installation of the electrical connectors and _ tools, 
rather than by the applicant itself?’ The Appeal Board had held 
that such affixation by applicant’s purchasers did not constitute 
trademark use on its part but, on reconsideration, had modified 
its ruling and refused registration on other grounds. On appeal 
to the Court, it was held unanimously that the indentations which 
were claimed to be applicant’s trademark could be used by a pur- 
chaser only after he had aequired applicant’s tools and did not 
serve as an indication of origin for electrical connectors and tools, 
which could be purchased from other sources. The Court said: 


“Furthermore, selling those tools and allowing their use in that 
manner shows that applicant did not use its purported trade- 
mark ‘to identify ... (its) goods and distinguish them from 
those manufactured or sold by others,’....” 


c. Application by Joint Applicants 


As a result of a little noted but rather important change of 
policy, the Office will now accept trademark and service mark 
applications in the name of joint applicants, provided the ap- 
plications are in fact jointly executed by them. It is true that 
over 25 years ago the Commissioner had occasionally permitted 





76. U.S.C. Title 49, ec. 20. 
77. In re Aircraft-Marine Products, Incorporated, 127 USPQ 210, 51 TMR 84 
CPA, 1960), rehearing den. Oct. 10, 1960. 
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trademark registrations in the name of joint owners™ but no such 
applications had been accepted under the Act of 1946 until Com 
missioner Leeds’ ruling in Ex parte Pacific Intermountain Ex- 
press Co.; Ex parte Spector Motor Service, Inc.’ It thus appears 
that the position there taken by Commissioner Leeds has now 
been generally adopted by the Trademark Division both with 
regard to trademark and service mark applications. This must 
be considered a weleome change since there never was any sound 
reason why, contrary to patent and copyright law, joint owner- 
ship of trademarks and joint registrations should not be recog- 
nized, not only in case of regional use, as in the trucking case, 
but in other appropriate situations as well. 


d. Trademark Use or Service Mark Use? 


In a rather interesting borderline case, the Automatic Canteen 
Company sought to register the word CANTEEN in association with 
COMPLETE VENDING SERVICE and additional pictorial material as 
a trademark for drinking ecups.*° The examiner had refused regis- 
tration on the ground that the mark identified applicant’s ser- 
vices rather than the goods. (The applicant did own a service 
mark for the word CANTEEN for the service of x leasing vending 
machines.) It appeared that applicant’s cups were manufactured 
for it by others for use in its vending machines and that the word 
CANTEEN was placed on the side of the cups by the manufacturer. 
Moreover, the name and trademark of the manufacturer appeared 
thereon, thereby fortifying the impression that the mark CANTEEN 
as used on the cups indicated an element of applicant’s services, 
rather than served to identify the cup as such. In reversing the 
examiner, the Board coneluded that the addition of the words 
COMPLETE VENDING SERVICE did not negative the finding that the 
word CANTEEN might also function as a trademark of the ap- 
plicant, particularly since it was the understanding of purchasers 
of applicant’s eups, rather than that of the purchasers of the 
beverages, which would be determinative of the question of trade 


mark sienificance. The Board said: 


“It is clear from the facts in this case that applicant has 
adopted its mark to identify vending machine cups; the mark 


78. See, for instance, Ex parte Taylor, 18 USPQ 292 (1933). 

79. 111 USPQ 187, 47 TMR 119 (Com’r, 1956). Cf. The Tenth Year, supra n. 7 at 
p. 8, 47 TMR at 898. 

80. In re Automatic Canteen Company of America, 126 USPQ 525, 51 TMR 327 
(Tm. Bd., 1960). 
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is affixed to the cups and such goods are then sold in com- 
merece. Purchasers of applicant’s cups are operators of vend- 
ing machines, not the persons who drink beverages from the 
cups. Under the circumstances presented, it is concluded that 
to such purchasers, the mark would have no meaning other 
than as an indication of origin of applicant’s goods.” * 


A similar question arose in In re Firstamerica Corporation’ 
where an application was filed for registration of the word rirst 
AMERICA as a trademark for directories. The examiner’s rejee- 


tion was based on the ground that the directories were merely 


incidental to the conduct of applicant’s services and that, more 
over, the word was used only as a trade name. In overruling the 
examiner, the Board came to the conclusion that applicant’s 
prior registration of FrrstaMeErica for “promotion of banking and 
banking services, ete.” did not stand in the way of subsequently 
registering the same mark as a trademark for one of the incidents 
of the service, i.e., in this ease the publication of directories. The 
Board said in this regard: 


“There is nothing in the statute which prohibits the regis- 
tration of a mark as a trademark which has previously been 
registered as a service mark, if in fact the mark is used to 
identify goods.” 


It was emphasized that applicant’s directories had independent 
value to the business world as a reference souree and could, there- 
fore, properly be considered “goods” within the meaning of the 
Trademark Act.*° 


Use by Related Companies 


[t may be recalled that the Appeal Board in the second Donald 
decision’ had expressed the view that a licensor was not entitled 
to register a trademark which had not been in use by him at the 
time when its use was first licensed to a related company but which 
was in use by the latter at the time of the filing of the application. 
[It would seem that the doubt which was expressed in last year’s 


81. Ibid. at 526,51 TMR 327. 

82. 127 USPQ 94, 51 TMR 437 (Tm. Bd., 1960). 

83. It was also held that, contrary to the finding of the Examiner, the ay plicant 
had used the notation FIRSTAMERICA at the time of filing of the application as a trade 
mark rather than as part of its or its subsidiaries’ trade name. 

84. In re C. B. Donald Co., 122 USPQ 401, 49 TMR 768 (Tm. Bd., 1959 
discussion in The Thirteenth Year, supra n. 7, at p. 14 et seqg., 50 TMR at 804 et seq. 
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report as to the correctness and scope of that ruling*®’ is to some 
extent shared by the present members of the Board, as reflected 
in its recent decision in In re Joseph Bancroft & Sons Co., to 
which reference has already been made earlier in this report in 
another context.*° It appeared that the applicant for registration 
of the slogan THE TEST IS IN THE TOUCH which was and is being 
widely used in conjunction with applicant’s primary trademark 
BAN-LON, had not itself made a trademark use of the slogan on its 
merchandise at the time when it first entered into license agree- 
ments with related companies; consequently, the examiner, in re- 
jecting the application, expressed the view that applicant did not 
own any registrable trademark rights in the slogan at the time of 
its entering into the license agreements. In reversing the ex- 
aminer, the Board pointed out, however, that applicant had for 
several months prior to the date of the license agreements, ex- 
tensively advertised its adoption of the slogan to the public and to 
the trade and had indicated that the slogan was expected to be 
used by its licensees in association with the trademark BAN-Lon. 
The Board said: 

“It is... apparently that by reason of the extensive adver- 
tising and promotion of the goods identified in the application 
under the slogan prior to applicant’s licensing thereof, such 
slogan had become associated by the public and the trade with 
applicant. In view thereof, it is concluded that applicant had 
acquired a valuable and protectible property right in its mark 
at a time prior to its licensing the use thereof to others.” * 


In the writer’s opinion, few would seriously quarrel with the re- 
sult thus reached by the Board but it may well be argued that the 
Office should go even further by determining the registrability of 
a mark used by related companies not as of the date of the signing 
of the license agreement but as of that of the filing of the ap- 
plication; it would seem that as long as the mark is lawfully used 
by a licensee or related company on the date of filing, there would 
be no need to inquire whether the licensor himself had made some 
use of the trademark before the license agreement had been ex- 
ecuted.*® 





85. The Thirteenth Year, supra n. 84. 

86. 129 USPQ 329 (Tm. Bd., 1961), discussed supra at Part I, b, and n. 14, 

87. Ibid., p. 330. 

88. The Board also held, contrary to the Examiner, that the applicant did exercise 
sufficient control and supervision over the use of the slogan since it had strictly controlled 
the nature and quality of the goods in connection with which the mark was used. 





Vol. 51 TMR FOURTEENTH YEAR OF TRADEMARK ACT OF 1946 


799 

In the only other reported decision involving the “related 
company” section, the Board held that an opposer could not rely 
on damage resulting to the “active interrelated corporations” 
where the record failed to show that the opposer itself was neither 
the registrant nor the owner of the trademark.*® While the Board 
reiterated the well established rule that an opposer need not be 
the registrant or exclusive owner of the mark on which he relies, 
it was ruled that in this particular instance the opposer had failed 
to prove any rights prior in time to those of the applicant, since 
he was at most a “sub-licensee” at the time of applicant’s date 
of first use and as such, did not have a sufficient interest in the 
mark to entitle him to file a notice of opposition. 


f. The “Still in Use” Requirement of Section 8 


A rather narrow and literal interpretation was recently given 
by the Court of Customs and Patent Appeals to the requirement 
of Section 8 of the 1946 Act that in connection with the required 
affidavit of use a showing has to be made that the mark is “still in 
use.” *’ It appeared in the International Nickel case that the 
affant had registered the mark NI-rENsyL but sought to satisfy 
the statutory requirement by submitting specimen labels which 
bore the mark NI-TENSyLIRON, for which affiant owned a separate 
registration. The examiner, the Assistant Commissioner and re- 
cently the Court in a three-to-two decision held that use of the 
companion registration NI-TENSYLIRON was not sufficient to support 
the Section 8 affidavit. Despite very considerable similarity, it 
was found not to be identical with NI-TENSYL in sound, appearance, 
spelling and meaning. A majority of the Court, speaking through 
Chief Judge Worley, in a rather brief opinion, merely pointed 
out that the registration for which the Section 8 affidavit had to 
be filed must be considered “as a part of the trademark deadwood 
Congress intended to eliminate”. In an extensive and detailed 
dissenting opinion, Judge Rich observed that cancellation of one 
of the two interrelated registrations would tend “to pollute rather 
than to purge the records.” He said: 


“T think that logic, common sense, and sound trademark law 
lead to the conclusion that proof of use of NI-TENSYLIRON on 





89. James, Pond and Clark, Incorporated v. R. H. Baker and Company, Incorpo- 
rated, 128 USPQ 262, 51 TMR 533 (Tm. Bd., 1961). 

90. In re The International Nickel Company, Inc., 127 USPQ 331, 51 TMR 426 
(CCPA, 1960). 
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iron castings shows that the trademark NI-TENSYL is ‘still in 
nae 


Judge Smith, in a separate dissenting opinion, suggests that as 
a result of the majority decision it would scem necessary for the 
registrant to be most explicit in the recital of the facts of use 
since the slightest deviation of the specimen from the mark as 
registered would now appear to result in cancellation of the regis- 
tration.” 


II. THE SUPPLEMENTAL REGISTER 


As has been noted earlier in this report, the Court of Cus- 
toms and Patent Appeals sinee its decision in the mattress stitches 
ease’’ and its very recent ruling in Jn re Todd Co., Inc.,* has 
given an extremely liberal interpretation to the requirement in 
Seetion 23 of the 1946 Act that a mark, in order to be registrable 
on the Supplemental Register, must be “capable of distinguishing” 
the applicant’s goods or services. It cannot be surprising then 
to find almost no Board decisions involving an appeal from re- 
jected applications for the Supplemental Register. One such ease, 
previously mentioned,” involved registration on the Supplemental 
Register of the slogan scoop OF THE MONTH for ice cream, which 
had been denied by the examiner but authorized by the Appeal 
Board. On the other hand, an applicant to register a representa- 


tion of a dispensing containcr for liquid ink of a certain shape 


and configuration was rejected both by the examiner and _ the 
Board on the ground that the shape and tube assembly of the 


91. Ibid., at 336, 51 TMR at 433. 

92. We may perhaps be permitted to wonder why the applicant deemed it necessary 
to litigate this matter and go to the expense and trouble of building up a voluminous 
record. In view of the fact that the companion registration was subs.sting and quite 
similar, it would seem that by merely filing a new application for NI-TENSYL, the 
applicant, although perhaps losing the earlier priority for this registration, might have 
received a sufficient measure of protection despite the temporary cancellation of one 
of the two registrations. Be that as it may, it is hoped that on another occasion the 
Court may decide to follow the more equitable and logical reasoning of the dissenting 
opinion, rather than that of the majority. Otherwise, the enactment of a clarifying 
amendment to Section 8 should be recommended. It may also be noted that the 
majority opinion, in the next to last paragraph, refers to the mark “for which renewal 
is sought.” Perhaps the Court was under the misapprehension that applicant was seeking 
to renew the registration under Section 9, rather than merely attempting to satisfy 
the Office that during the sixth year following registration the mark was still in use. 
Cf. The Fifth Year, supra n. 7, p. 1 et seq., 42 TMR 712 et seq. for a discussion of 
the requirements under the provisions of Section 8 of the Act of 1946. 

93. See supra, text and n. 21. 

94. 129 USPQ 408. Supra n. 22. 

95. In re Pevely Dairy Company, 128 USPQ 13, 51 TMR 334 (Tm. Bd., 1960 
see also supra text and n. 13. 
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container reflected utility and function rather than origin, and 
that the container was made in accordance with a subsisting 
mechanical patent which, upon its expiration, should be held 
open to commercial exploitation by others. Likewise unsuccessful 
before the examiner and the Board was an applicant who sought 
to register on the Supplemental Register, for margarine, a_pie- 
ture and configuration of one particular feature of the goods, i.e., 
a picture of exposed rows of corn kernels.”° The application had 
been refused by the examiner on the ground that the design con 
stituted merely “an over-all and ornamental configuration of ap 
plicant’s product”. The Board, although observing that the ap- 
plication involved only one particular feature of applicant’s goods 
rather than an overall configuration, concluded that nevertheless 


the pictorial representation was primarily “an attractive display” 


of applicant’s products for the table and, as such, was incapable 
of distinguishing its product even for purposes of registration on 
the Supplemental Register. 


PART II. INTERPRETATION OF THE LANHAM 
ACT IN INTER PARTES PROCEEDINGS 


I. LIKELIHOOD OF CONFUSION 
The Trademark Trial and Appeal Board 


a. Opposition and Cancellation Procee dings 


In last year’s report it was suggested that no useful purpose 
would be served by attempting in these annual surveys to offer 
a complete review or even listing of all decisions by the Appeal 
Board on the issue of confusing similarity.”’ Since that time the 
Board itself has announced that, as of March 1, 1961, only those 
decisions would be published which are deemed by it to be of 
general interest to the Trademark Bar, 1.¢., primarily rulings 
involving an issue interpreting the statute or involving some novel 
or ambiguous point of law; in addition, rulings in which a dis- 
senting opinion is rendered will be released for publication.” 

No attempt will be made, therefore, to review or even list all 
Board decisions published before March 1961, but reference will 
be made only to some of these and subsequent decisions which 


In re Peters, d.b.a. Sweetcorn Margarine Co., 129 USPQ 291 (Tm. Bd., 
The Thirteenth Year, supra n. 7, Part II. 
128 USPQ, No. 7, p. ii, February 13, 1961. 
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highlight some of the more reeurring and significant issues passed 
upon by the Board. 


Dissenting Opinions. It may be said at the outset that, as in 
the previous year, the Board was unanimous in almost all cases. 
Only four reported cases have been found in which one of the 
Board members wrote a dissenting opinion.” 


“Family” of Trademarks. As in the past,’’® the “family of 
trademarks” argument met with little, if any, favor by either the 
Board or the Court of Customs and Patent Appeals.*”” 


Third Party Registrations. It is now well established that, 
in determining the issue of likelihood of confusion, third party 
registrations may have an important bearing and have been suc- 
cessfully relied upon by applicants in a great number of cases. 


Thus, the applicant’s record in Sakrete, Inc. v. Slag Processors, 


Inc.,’** consisted of 250 third party registrations comprising the 
term creTE for construction materials; the opposer tried to over- 
come this evidence by alleging that third party registrations 
should be considered relevant only where their main feature com- 
prises a distinctive rather than a commonly used suggestive word. 
The Board, however, rejected this argument on the authority 
of the decision by the Court of Customs and Patent Appeals in 
Sundure Paint Corporation v. Maas & Waldstein Co.,°? which 
had clearly held third party registrations to be admissible in 
evidence for the very purpose of showing that prefixes or suffixes 
are descriptive, suggestive or otherwise “weak” elements of a 
mark. On the other hand, the Board has indicated that there 


99. Wenatchee-Beebe Orchard Co. v. H. W. Butler §& Bro., Inc., 126 USPQ 296, 
51 TMR 203 (Tm. Bd., 1960) (B&B for fresh apples and BEEBE regi:tered for deciduous 
fruits) ; Arnold, Schwinn & Co. v. Evans Products Company, 128 USPQ 10, 51 TMR 333 
(Tm, Bd., 1960) (EVANS in a cross design within a circle, and SCHWINN in a similar 
arrangement, both for bicycles); G. D. Searle § Co. v. Carrtone Laboratories, Inc., 128 
USPQ 20, 51 TMR 337 (Tm. Bd., 1960) (ANTIME for a remedy for treatment of angina 
pectoris, and the registered mark BANTHINE for treatment of gastro-intestinal condi- 
tions); Mine Safety Appliances Company v. Spears, 128 USPQ 164 (Tm. Bd., 1961) 
(SONDASCOPE for stethoscopes and SOUNDSCOPE registered for sound level meters and 
sound analyzers). 

100. See The Thirteenth Year, supra n. 7, p. 17, 50 TMR at 813. 

101. The argument was expressly rejected in the following cases: Corn Products 
Company v. Vegetable Oil Products Company, Inc., 126 USPQ 21, 50 TMR 1272 (Tm. 
Bd., 1960); Huntington National Mattress Co. v. Celanese Corporation of America, 
127 USPQ 428, 51 TMR 204 (Tm. Bd., 1961) ; Fort Howard Paper Company v. Nice-Pak 
Products, Inc., 127 USPQ 431, 51 TMR 206 (Tm. Bd., 1960); The Creamette Company 
v. Porter-Scarpelli Macaroni Co., 128 USPQ 130, 51 TMR 637 (Tm. Bd., 1961); Radiant 
Manufacturing Corp. v. Da-Lite Screen Company, Inc., 128 USPQ 132, 51 TMR 638 
(Tm. Bd., 1961); Craddock-Terry Shoe Corporation v. Best Brands Merchandising 
Service, Inc., 128 USPQ 352, 51 TMR 640 (Tm. Bd., 1961). 

102. 127 USPQ 134, 50 TMR 1131 (Tm. Bd., 1960). 

103. 122 USPQ 377, 50 TMR 65 (CCPA, 1959). 
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are certain limitations concerning admissibility of third party 


registrations. Where it appeared that of 33 such registrations 
only three related to the same products which formed the sub- 
ject matter of the opposition, it was held that under such cir 
eumstances only those third party registrations which referred 


t 


to the same merchandise were entitled to consideration.’ 


Equitable Defenses. In a ease involving cancellation of the 
trademark pizza-BpuRGER,'” respondent unsuccessfully attempted 
to prove that the petitioner had abandoned its mark; the mark, 
registered on the Supplemental Register, was canceled despite 
the fact that at the time of the proceeding respondent had about 
200 licensees throughout 47 states and had expended approximately 
$150,000 in promoting p1zzA-BURGER sandwiches. 

When the Procter & Gamble Company sought to prevent 
registration of the word carsoy for cleaning and polishing ma- 
terials, because of its prior use of soy for soap powder,'’® the 
applicant contended that opposer had acquiesced in his trademark 
usage; it appeared that in 1956 opposer had called applicant’s 
attention to possible likelihood of confusion but had expressed 
willingness to withdraw its protest if applicant would indicate 
that its product was in no way connected with opposer. Ap- 
plicant’s counter proposal to place its name clearly on the front 
of its containers was then accepted by opposer, which, however, 
changed its mind a year later when an actual instance of con- 
fusion came to its attention. The opposer’s conduct was held not 
to constitute either acquiescence or laches and the opposition was 
accordingly sustained. 

In New England Provision Co., Inc. v. Engelhorn Packing 
Co.,’"" a petition to cancel the registrations of Epco for sliced 
bacon was granted in view of a prior registration of NEPco for 
frankfurts and similar meat products; respondent’s affirmative 
defense of laches was not sustained despite the fact that respon- 
dent’s trademark had been registered in November 1955 and con 
stituted by the constructive notice under the 1946 Act. The Board 
held, however, that petitioner’s delay of about 22 months since 
the date of constructive notice was not so unreasonable as to 





104. Genesco Inc. v. International Shoe Company, 128 USPQ 299, 51 TMR 543 
(Tm. Bd., 1961). 

105. Savorelli v. Pizza-Burger System, Inc., 126 USPQ 202, 50 TMR 1003 (Tm. Bd., 
1960). 

106. The Procter & Gamble Company v. Clinten Detergent Company, 126 USPQ 204, 
50 TMR 1005 (Tm. Bd., 1960). 

107. 126 USPQ 522, 51 TMR 326 (Tm. Bd., 1960). 
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disentitle it to relief (a rather harsh result in view of the dif- 
ferenees in the marks and particularly in view of the fact that 
the Office had granted the respondent a registration on the Prinei- 
pal Register notwithstanding petitioner’s prior registration). 

In Lanolin Plus, Inc. v. Pharmaco, Inc.,’** the Board ruled, 
in reliance on the Court of Customs and Patent Appeals decision 
in the Salem ease,’ that the defenses of laches and estoppel 
were generally unavailable in opposition proceedings where the 
opposer had no previous opportunity to object to the registra- 
tion; it appeared that applicant had built up a very substantial 
business for its product recuroLt and had had many dealings con- 
eerning this and other products with opposer, the owner of the 
mark ryBUTOL; since the Board found no likelihood of confusion 
between these two marks, its observations with regard to the in- 
admissibility of the estoppel defense were only dicta. On the 
other hand, the Salem rule was clearly followed in Siceloff Mfg. 
Co., Inc. v. Lad ’n Dad Slacks, Inc.,"° where applicant primarily 
relied on the fact that opposer had for many years acquiesced 
in applicant’s use of its mark.’ 

In one instance an applicant seeking to register vinita for 
women’s hosiery sought to defeat the opposition by raising a 
defense of “unclean hands” based on opposer’s “fraudulent” regis- 
tration notice; the Board held, however, that while the notice 
was in fact false, it may have been oceasioned by a mere mis 
understanding and could not, therefore, be classified as fraudu- 
lent.’?* 

Misee llane OUS Significant Board De ( iSLONS. There were a few 
additional Board decisions which may merit brief noting in this 
report. An applicant to register the word stncer for workmen’s 
protective clothing, including gloves, ete. was unsuccessfully op- 
posed by the registrant of the world famous sINGER sewing ma- 
chine trademark.'** Although acknowledging that opposer’s mark 


108. 127 USPQ 66, 50 TMR 1130 (Tm. Bd., 1960). 
109. Salem Commodities, Incorporated vy. The Miami Margarine Company, 114 
USPQ 124, 47 TMR 1267 (CCPA, 1957). 

110. 127 USPQ 170, 51 TMR 105 (Tm. Bd., 1960). 

111. For a recent instance of an unsuccessful defense of estoppel in an interference 
proceeding, see HMH Publishing Co., Inc. v. John Baumgarth Co., 129 USPQ 327 (Tm. 
Bd., 1961). 

112. The Rieser Company, Inc. v. Munsingwear, Inc., 128 USPQ 452 (Tm. Bd., 
1961). 

113. Cf. Bart Schwartz International Textiles, Ltd. v. The Federal Trade Commis- 
sion, infra n. 181. 

114. The Singer Mfg. Company et al. v. Singer Glove Mfg. Co., 126 USPQ 291, 
51 TMR 202 (Tm. Bd., 1960). 
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was “celebrated”, the Board found no possibility of confusion 
between sewing machines and the other products of opposer on 
the one hand, and the protective clothing on the other. More- 
over, opposer’s claim to the right of future expansion found no 
acceptance. Unsuccessful, also, was the owner of the equally 
celebrated trademark LUX in opposing registration of a certifica- 
tion mark, STABI-LUXE FINISH used to certify that lace had been 
treated with a certain finish.° On the other hand, in Lever 
Brothers Company v. Teaxize Chemicals, Inc.,"° an application 
to register the word Love for a liquid detergent was denied upon 
opposition by the owner of the trademark povE for washing pow- 
der, and detergents in bar form for toilet use. The opposition 
was sustained on the rather fanciful reasoning that both terms 
are “used as terms of endearment and are commonly associated 
in the minds of the public.” The Board also went so far as to 
order cancellation of the registration of TIFFANY for metal stands 
for business machines on the ground that likelihood of confusion 
might occur with the trrFrFaNy trademark of the famous jewelry 
house. This decision was justified by reference to one of op 
poser’s registrations which was found to cover all types of 
stands.’ But the Board refused to find likelihood of confusion 
with regard to use of the trademark virex on opposer’s vitamin 
concentrate and use of the identical mark on appliecant’s fertilizer. 
Opposer’s argument that consumers of milk familiar with op- 
poser’s mark may, upon seeing the term virex on fertilizers, con- 
clude that the milk was adulterated or contaminated thereby, was 


rejected as “somewhat tenuous”."** Nor was the registrant of 
FLEX-SEAL as used on pressure cookers successful in trying to 
prevent registration of FLEXEEL for food packaging containers.” 
The Board deemed it rather farfetched to refer to opposer’s 
pressure cookers as “containers” and did not agree that the sale 
of food containers in the aecepted sense of the word was within 
the normal expansion of opposer’s trade. But the Diners Club, 
Ine. recently succeeded in preventing registration of the word 
pINERS, for stainless steel chicken fryers, skillets, pans and dutch 


115. Lever Bros. Co. vy. The Lace g& Embroidery Ass’n. of America, Inc., 126 USPQ 
376, 50 TMR 1274 (Tm. Bd., 1960). 

116. 127 USPQ 138, 50 TMR 1132 (Tm. Bd., 1960). 

117. Tiffany & Company v. Tiffany Stand Company, 127 USPQ 342, 51 TMR 108 
(Tm. Bd., 1960). 

117a. Nopco Chemical Company v. Dynamic Industrials, Inc., 128 USPQ 18, 51 
TMR 336 (Tm. Bd., 1960). 

118. Vischer Products Company v. Buckeye Molding Company, 129 USPQ 295 (Tm. 
Bd., 1961). 
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ovens."® In view of the “very valuable good will” symbolized by 


opposer’s mark and the similar script used by applicant, the 


Board coneluded that persons familiar with opposer’s club and 
gift service might well conclude that applicant’s cookware ema- 
nated from the same source or that applicant was in some way 
associated with the opposer. In talking about clubs, mention 
might be made of the rather unusual! ease of Gavel Club v. Toast- 
masters International,’ where opposer, using the name GAVEL 
cLuB, succeeded in preventing registration of a collective mark 
used to indicate membership in clubs affiliated with the applicant 
which included, as part of the collective mark, the words GAVEL 
cLuBs. This opposition was sustained on the basis of the prohibi- 
tion in Seetion 2(a) against registration of a mark which may 
falsely suggest a connection with an institution. Despite the sub- 
mission by the applicant of survey evidence seeking to negative 
such association, the Board ruled that the term “institutions” as 
used in Section 2(a) did not refer only to nationally known institu- 
tions but should equally apply to smaller associations or institu- 
tions, such as the present opposer. When the American Auto- 
mobile Association opposed an application for registration of a 
symbol containing the words NATIONAL Auto ass’N and the initials 
waa by the National Automobile Association, Inc., the latter, inter 
alia, sought cancellation of the famous aaa symbol by way of 
counterclaim, alleging that the American Automobile Association 
used its certification mark in violation of the prohibition in See- 
tion 14 against discrimination among persons applying for certi- 
fication of their goods or services.’*? However, the counterclaim 
was dismissed on the ground that in this respect the applicant 
was not a “damaged” person and did not, therefore, qualify as a 
petitioner for cancellation; the opposer, therefore, prevailed. 
Similarly, an applicant seeking to defeat an opposition on the 
ground of collateral antitrust violation on the part of opposer 
met with no success; the Board merely observed that the ques- 
tion of whether or not opposer’s practices constituted a violation 
of the antitrust laws was outside of the jurisdiction of the Patent 
Office.**? 


USPQ 369 (Tm. Bd., 1961). 
USPQ 88, 51 TMR 330 (Tm. 


119. The Diners’ Club, Inc. v. Mardigian Corp., 129 
120. Gavel Club v. Toastmasters International, 127 
Bd., 1960). 

121. The American Automobile Association (Incorporated) et al. vy. National Auto- 
mobile Association, Inc., 127 USPQ 423, 51 TMR 316 (Tm. Bd., 1960). 

122. Huntington National Mattress Co. vy. Celanese Corporation of America, 127 


mae 


USPQ 428, 51 TMR 204 (Tm. Bd., 1961). 
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2. Decisions by the Court of Customs and Patent Appeals‘** 


It was noted in last year’s report that the number of Com- 
missioner’s and Board’s inter partes decisions from which an 
appeal was taken to the Court of Customs and Patent Appeals 
have shown a considerable increase. This is even more true for 
the cieven month period covered by the present report. Indeed, 
the number of decisions by the Court in opposition proceedings 
involving the issue of likelihood of confusion has grown to such 
an extent that one may almost consider the present name of the 
reviewing tribunal to be rather misleading. The time may hav 
come when the Court would more appropriately be called the 
Court of Customs, Patents and Trademark Appeals. 

It would appear that there are two principal reasons why 
the work-load of the Court in trademark cases continues to show 
so marked an increase. As observed last year, the climination of 
one inter-Office appeal as the result of the establishment of the 
Appeal Board has undoubtedly been one of the important factors 
in this respect. Equally significant is the fact that unsuccessful 
parties in inter partes proceedings now show a definite, indeed, 
almost universal, preference for appealing to the Court of Cus- 
toms and Patent Appeals rather than to institute a de novo 
action in the federal courts under Section 21 of the 1946 <Aet. 
As a matter of fact, not a single inter partes case and only one 


ex parte matter’ has been found during the period covering 
the past eleven months in which an unsuccessful party resorted 
to bringing a civil action, rather than filing an appeal to the 
Court of Customs and Patent Appeals. 


Opposition Proceedings 


In reviewing the rather numerous court decisions in opposi- 
tion proceedings which dealt primarily with the issue of likeli 
hood of confusion, the decisions will, for the convenience of the 
reader, be subdivided into the same four categories which were 
set up in last year’s report.’*° 





123. The Court has recently announced an important change in its practice con- 
cerning releasing its decisions. All decisions will now be immediately released without 
awaiting expiration of the period within which the unsuccessful party may petition for 
rehearing or reconsideration. This change of practice was announced in 129 USPQ 
No. 10, p. ii, June 5, 1961. For a critical discussion of recent decisions by the Court, 
ef., Leeds, The Circular Trend in Trademarks, 47 ABA JOURNAL 256 (March 1961). 

124. Armco Steel Co. v. Watson, supra n. 17. 

125. The Thirteenth Year, supra n. 7, p. 22, et seg., 50 TMR at 823 et seq. 
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Likelihood of Confusion Found Both by the Appeal Board 
and the Court of Customs and Patent Appeals 


DANNY Boy for fresh tomatoes and anpy Boy registered for 
a variety of food products including fresh vegetables, both marks 
accompanied by a picture of a smiling boy;'** coon stp for a liquid 
concentrate and a preparation in powder form for dietary bever- 
ages or soft drinks, and Koo.-arp registered for prepared powder 
for making nonaleoholic beverages (held “more than a mere co- 
incidence that the goods of both parties are recommended for 
making ‘frozen suckers,’ a commodity particularly in demand by 
children”. The Court was divided three to two) ;'*’ PHENISTAN 
for a cold and cough remedy and PHENERGAN registered for an 
antihistamine (the parties’ products were found to have at least 
some common therapeutic effects) ;'°° KLIPPER KING for fingernail 
clippers and KUSTOM KING registered for a line of toenail and 
fingernail clippers (the Court observed that both parties used 
the same symbol in addition to their trademarks) ;'°° TATLOR-TEE 
for ladies’ wearing apparel and TaiLorep Tt for men’s and boys’ 
cotton knit tee shirts (the opposition was sustained although op- 
poser relied on an unregistered trademark. Confusion was found 
despite the fact that applicant used its mark on ladies’ apparel, 
while opposer manufactured men’s and boys’ shirts. The Court 
said in this respect: “A more significant factor in this connec- 
tion is the fact that women not only buy for themselves but, 
according to the record, they purchase a substantial percentage of 
the underwear for the adult male members of their families and 
between 90 and 95% of the undergarments of their male young- 
sters. Obviously under these cireumstances, a female purchaser 
of tee shirts could very easily become confused as to the origin 
of these garments when one manufacturer uses the trademark 
Tailor-Tee and the other TarLorEep 1T”;'*° KING-KUp for candy and 
KING’s for the same products; a three to two decision; the majority 
found that a easual purchaser of candy familiar with opposer’s 


126. Fairchester Packing Co., Inc. v. D’Arrigo Bros. Co. of California, 278 F.2d 
743, 126 USPQ 157, 50 TMR 1270 (CCPA, 1960). 

27. The Chicago Dietetic Supply House, Inc. v. Perkins Products Company (Gen- 
eral Foods Corporation, assignee, substituted), 280 F.2d 155, 126 USPQ 367, 50 TMR 
1271 (CCPA, 1960). 

128. Chicago Pharmacal Company v. American Home Products Corporation, 280 
F.2d 148, 126 USPQ 388, 51 TMR 97 (CCPA, 1960). 

129. Dilly Mfg. Co., Inc. v. The W. E. Bassett Company; The W. E. Bassett 
Company v. Dilly Mfg. Co., Inc., 284 F.2d 534, 128 USPQ 113, 51 TMR 616 (CCPA, 
1960). 

130. Tailor Tee, Inc. v. Stedman Mfg. Company, 286 F.2d 612, 614, 128 USPQ 540, 
542, 51 TMR 537 (CCPA, 1961). 
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sandies may assume that applicant’s candy originated with op 
poser: “In other words, the purchaser would be very likely to 


assume that King’s was engaged in promoting a particular product 


of its own manufacture. This was the point mainly relied upon 

by the board in its decision and we agree.” According to the 

two dissenting judges, “an unwarranted scope” was given to 

opposer’s registration, considering that the word KiNG is almost 

“as weak a mark as can be found.” 

b. No Likelihood of Confusion Found by the A pp al Board 
but Found to Exist by the Court 


Only 7 decisions in opposition proceedings have been found 
in which the Court, contrary to the Patent Office tribunals, found 
likelihood of confusion to exist: “B” in a diamond-shaped border 
design for “tubing and couplings” and a substantially similar 
“B” in a diamond-shaped border for metal pipes and tubes” 
(the Court here affirmed its position in the General Shoe Cor 
poration case of two years ago’ that an opposer relying on its 
registration and introducing additional evidence relating to th 
use of its mark is not “necessarily limited to the uses shown by 
that evidence, but may rely on the presumption that the regis- 
tered mark has been used on all the goods encompassed by the 
registration’) 3’ 
and WINTER CARNIVAL for women’s boots (the Examiner of In 
terferences had held that confusion was likely to arise despite 
the wide differences of goods but had been reversed by the As 


‘ WINTER CARNIVAL for men’s and boys’ underwear 


sistant Commissioner. The Court, however, agreed with the Ex 
aminer on the ground that “there was reasonable likelihood that 
the same customers would purchase both the boots of registrant 
and the underwear of applicant”); sweerHeart for a number 
of paper products including toilet tissue, and the same word for 
soap (here again, the Examiner had found likelihood of confusion 





131. King-Kup Candies, Inc. v. King Candy Company, 288 F.2d 944, 129 USPQ 
272 (CCPA, 1961). 

132. United States Steel Corporation vy. Bijur Lubricating Company, 286 F.2d 617, 
128 USPQ 547, 51 TMR 538 (CCPA, 1961). 

133. General Shoe Corp. v. Lerner Bros. Mfg. Co., Inc., 254 F.2d 154, 117 1 
281, 48 TMR 1001 (CCPA, 1958) ; cf., The Eleventh Year, supra n. 7, p. 18, 48 TM 
1083. 

134. The doctrine of the General Shoe case, which, in the opinion of this writer, 
marked a step forward in administration of the Lanham Act, is one of the decisions 
criticized in the recent article by former Assistant Commissioner Leeds, in The Ci:cular 
Trend in Trademarks, supra n. 123. 

135. Cambridge Rubber Company v. Cluett, Peabody g& Co., Inc., 286 F.2d 623, 
128 USPQ 549, 51 TMR 539 (CCPA, 1961). 
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but had been reversed by the Assistant Commissioner on the 
eround that the mark involved was but “an ordinary English 
word in everyday usage in describing people and things.” The 
Court unanimously reversed the Commissioner’s decision on the 
geround that the parties’ goods were purchased by the same class 
of purchasers and were “normally so related that purchase of one 
of them may well recall the need for the others’) ;**° TECHNOGRAPH 
for pencils, leads and lead-holders, and the registered mark 
rECHNIFLEX for colored pencils;’** HuviLon for polyurethan pre- 
polymers and the registered mark vuvinuL for ultraviolet light 
absorbers used in the applicant’s products (the Board had dis- 
missed the opposition in view of the cumulative differences in 
marks and goods, but a majority of the Court, with Judge Rich 
dissenting, held that in this instance the doubt should be re- 
solved in favor of the opposer) ;*** scorry for mops and regis- 
tered marks including the word scorcn for a varicty of products 
including polish, nonslip floor covering and abrasive scouring 
pads (contrary to the Board, which found no likelihood of con 
fusion as a result of cumulative differences, the Court in a three 
to two decision, reversed and sustained the opposition. This was 
one of the few instances in which one member of the Board had 
also dissented and the majority opinion cites that opinion with 
approval) ;'*’ ELEcTROo-matTic for fire pumps and accessories and 
the identical mark for automatic electric traffic control systems 
(the Board’s dismissal of the opposition based on different fields 
of trade and unrelated purposes was reversed on the ground that 
the marks were identical and the goods sufficiently related to make 
contusion likely).**° 


c. No Likelihood of Confusion Found by Either the 
Appeal Board or the Court 
As in the past but perhaps to an even greater extent, the 
largest number of decisions by the Court fall into this category. 
With regard to the following trademarks involved in opposition 





136. Purex Corporation, Ltd. v. The Maryland Paper Products Co., 287 F.2d 
186, 129 USPQ 57 (CCPA, 1961). 

137. L. & C. Hardtmuth, Inc. v. Fabrique Suisse de Crayons Caran D’Ache S.A., 
287 F.2d 599, 129 USPQ 103 (CCPA, 1961). 

138. General Aniline §& Film Corporation v. Hukill Chemical Corporation, 287 
F.2d 926, 129 USPQ 147 (CCPA, 1961). 

139. Minnesota Mining and Manufacturing Company v. Crown 400 Corporation, 
129 USPQ 414 (CCPA, 1961). 

140. Eastern Industries, Incorporated vy. Waterous Company, 289 F.2d 952, 129 
USPQ 422 (CCPA, 1961). 
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proceedings, no likelihood of contusion was found to exist both 
by the Appeal Board and the Court (in some instances, the de 
cision before the Court had been handed down by the Assistant 
Commissioner prior to the establishment of the Board and that 
fact is indicated in the footnote): srw-kasy for ready-cut doll 
clothes and SEWHANDy for sewing machines (the common element 
sew was held to be “of very little significance on the confusion 
issue”’;*? sumMARK for nozzles, ete. for garden hose and the regis- 
tered mark mark for unions for pipes or rods, cup leathers and 
plumbing supplies (no confusion was found despite the fact that 


applicant’s mark embodied opposer’s entire mark) ;**° RICHFIELD 
for hosiery and various registrations for the same word for gas- 


oline and similar products (no confusion despite the fact that 


opposer may have planned to give away hosiery items as premiums 


1 
i 


in connection with its sale of gasoline): EASYTINT for white 
paint and the registered mark Easy for touch-up cnamels sup- 
plied in self-spraying containers (third party registrations en- 


144 


titled to weight in determining the confusion issue) ;'** Hy-CcROFT 


for poultry hatching eggs and baby chicks and the registered 
mark HyY-LINE for poultry, seed corn and hatching eggs;'* sHux 
for toilet, laundry and industrial liquid and solid cleaners, and 
the registered mark Lux for soap flakes, soap and liquid deter- 
gent (applicant’s mark held to be merely a phonetie spelling of 
the common word “shucks” and having a clearly different mean- 
ing from opposer’s mark) ;'*° tvycasuaL for men’s and boys’ dress 
and sport shirts and pajamas and the registered mark Ivy LEAGUE 
MODEL for similar clothing (according to Judge Rich, much would 
be required to develop a secondary meaning for the term ivy 
LEAGUE on behalf of a single clothing manufacturer. Opposer had 
failed to make such showing) ;'*' 
exterminating services and the registered mark TERMINIXx for 


TERMICIDE as a service mark for 


similar services (TERMI held highly suggestive and the remaining 





141. Singer Mfg. Company et al. v. Brueggeman, 279 F.2d 286, 126 USPQ 193, 
50 TMR 992 (CCPA, 1960). 

142. Clayton Mark § Company v. Keystone Brass & Rubber Co., 279 F.2d 279, 
126 USPQ 259, 50 TMR 993 (CCPA, 1960). 

143. Richfield Oil Corporation v. Dieterich Field, Inc., 279 F.2d 885, 126 USPQ 
359, 50 TMR 1262 (CCPA, 1960). 

144. The Murray Corporation of America v. Red Spot Paint and Varnish Co., Inc., 
280 F.2d 158, 126 USPQ 390, 51 TMR 97 (CCPA, 1960). 

145. Pioneer Hi-Bred Corn Company v. Welp, 280 F.2d 151, 126 USPQ 398, 51 
TMR 99 (CCPA, 1960). 

146. Lever Brothers Company v. Producers Chemical Service, 283 F.2d 879, 127 
USPQ 7, 51 TMR 325 (CCPA, 1960). 

147. House of Worsted-Tex, Inc. v. The Enro Shirt Company, Inc., 284 F.2d 530, 
128 USPQ 122, 51 TMR 636 (CCPA, 1960). 
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portions of the mark found sufficiently different. A counterclaim 
for cancellation was also dismissed) :'** rosk HALL for use on 
women’s, children’s and men’s wearing apparel and the registered 
trademarks ROBERT HALL and ROBERTA HALL applied to wearing ap- 
parel (many third party registrations of the word HALL in con- 
nection with wearing apparel were given consideration) ;"*° M1cRO- 
trou for “electrical gauging and control apparatus for machine 
tools” and MERCOID, MERCOID CONTROL and MERCONTROL for similarly 
used products (the word micro held to have become almost a 
household word; according to the Court, purchasers would: as- 
sociate the prefix in opposer’s mark with the word “imereury” 
and, for that reason, “a distinctive association quite different 
from the lkely association with the prefix ‘micro’” would re- 
sult) ;°° untpak for various electrical capacitors and the identical 
mark for plastic bags used for resinous material (the mark held 
“highly suggestive” of unit packaging and used by opposer only 
as a “secondary trademark”. Moreover, the goods were held to 
be widely different and sold to discriminating purchasers with 
technical backgrounds) ;**' corau for a household liquid synthetie 
detergent and the registered marks BLUE CoRAL and BLUE CORAL 
SEALER for an automobile polish and polish preservative, respee- 
tively (products held to be quite different in characteristics even 
though automobiles may customarily be washed before being 
polished. A separate coneurring opinion was filed by Judge 
Smith) ;’°° yarpLoapER for vehicle-mounted material loaders and 
registrations for CARLOADER, TRUCKLOADER, PLANELOADER, and YARD- 
Lirt on similar “fork trucks’’;* KovERon for coated vinyl wall 
coverings and the registered mark KALISTRON (opposer’s argument 
that it owned a “family” of trademarks ending with the suffix 
“ron” held immaterial) ;'** servosPpEED for electronic motor speed 
control systems and registrations for servo for electrical con- 
nectors and control equipment (descriptive term “servo” held 





148. E. L. Bruce Company v. American Termicide Company, Inc., 285 F.2d 462, 
128 USPQ 341, 51 TMR 637 (CCPA, 1960), rehearing den. Feb. 6, 1961. 

149. Robert Hall Clothes, Ine. v. Studds, 286 F.2d 615, 128 USPQ 542, 51 TMR 
537 (CCPA, 1961). 

150. Mercoid Corporation vy. Airborne Instruments Laboratory, Inc., 287 F.2d 189, 
129 USPQ 64 (CCPA, 1961). 

151. Minnesota Mining §& Manufacturing Company v. Sprague Electric Company, 
279 F.2d 281, 126 USPQ 240, 50 TMR 993 (CCPA, 1960). 

152. H.D.T. Company Factors, Inc. v. Sinclair, 288 F.2d 947, 129 USPQ 283 
(CCPA, 1961). 

153. Clark Equipment Company v. The Baker-Lull Corporation, 288 F.2d 926, 
129 USPQ 220 (CCPA, 1961). 

154. United States Plywood Corporation v. Koveron Korporation, 288 F.2d 924, 
129 USPQ 223 (CCPA, 1961). 
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dominant feature of both marks) ;*°’ servororaveE for rotary hy- 
draulic actuator and registrations for servo for electrical con- 
nectors and control equipment;'’’? nu within a diamond border 
for cast iron valves and forged steel valves and the registered 
marks Jv, JB, and JENKINS within a similar design for metal valves 


of various kinds (opposer introduced reports of interviews as “a 
sampling of spontaneous reaction of the trade” in recognizing 
opposer’s diamond design trademark. In view of numerous third 
party registrations of diamond designs, it was held that a diamond 
border would have little significance as indication of origin) ;'" a 
design consisting of concentrie lines with a drawing of a threaded 
fastener at the center for threaded, self-locking fasteners, and 
numerous registrations of the word pot, of the notation THE DoT 
LINE and a design of a black dot, and a black dot within a heavy 
black cirele, all for fasteners for various purposes (no confusion 
found but serious doubt expressed on the ex parte issue of regis- 
trability which the Court refused to pass upon until after reex- 
amination by the Examiner of Trademarks) ;’°° WILLIAM TELL 
for cigars and wM. PENN for the same products (the Court said: 
“Those purchasers who have sufficient education to realize the 
significance of the names would not confuse the two characters, 
while the uneducated purchasers who consider the names per se 
are not likely to mistake one for the other.”’).?* 


d. Likelihood of Confusion Found by the Appeal Board 
But Not by thre Court 


There were but three Court decisions, which, contrary to the 
Patent Office tribunals, dismissed oppositions for lack of likeli 
hood of confusion: asMA-KETs for medicinal tablets for the relief 
of bronchial asthma and hay fever and the mark asmaras for a 
similar medicinal preparation (the Board had sustained the op 
position since both products were nonprescription drugs in tablet 
form for treatment of the same ailment and obtainable through 
the usual retail outlets. The Court, in a four to one ruling, re- 
versed the Board on the ground of the highly deseriptive word 


155. Servo Corporation of America v. Servo-Tek Products Co., Inc., 289 F.2d 955, 
129 USPQ 352 (CCPA, 1961). 

156. Servo Corporation of America vy. Kelsey-Hayes Company, 129 USPQ 354 
(CCPA, 1961). 

157. Jenkins Bros. v. Newman Hender § Company, Ltd., 289 F.2d 675, 129 USPQ 
355 (CCPA, 1961). 

158. United-Carr Fastener Corporation vy. Nylok-Detroit Corporation, 129 USPQ 
407 (CCPA, 1961). 

159. General Cigar Co., Inc. v. Allied Cigar Corp., 129 USPQ 410 (CCPA, 1961). 
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isMA (a phonetic equivalent of the word “asthma’’), and the 
considerable differences between the remaining portions of the 
marks) ;* qaF for fasteners of the bolt and nut type and op- 
poser’s registered mark Q-FASTENERS with the word “fasteners” 
disclaimed, and use of various Q@ marks for a variety of quick- 
acting cowl fasteners and similar devices (the Board had found 
that purchasers were likely to assume that applicant’s QaFr 
fasteners were additional products in the fastener line of opposer 
and that opposer’s notation Q FASTENERS served solely to indicate 
origin with the opposer.’ The Court unanimously reversed on 
the basis of cumulative differences between the marks and goods, 
as well as “the necessary competence and discrimination of the 
people” who purchased the parties’ products. Finally, contrary 
to the Board, the Court found no likelihood of confusion between 
WEAREVER and FLOR-EVER, both for vinyl floor tile. Although the 
suffixes were identical, the Court considered wear and FLOR dis- 
tinetly different “in sound, appearance, spelling and meaning”, 


and reversed the Board’s decision.?®! 


2. Cancellation Proceedings 


Appeals to the Court in cancellation proceedings on the issue 
of likelihood of confusion are here divided into the same four 


-ategories. 


a. Lakelihood of Confusion Found by Both the 
Appeal Board and the Court 


BREAKFAST CUP FOR ALL THE FAMILY for a table beverage made 


from soy beans, figs and grains, and the unregistered mark 
The cancellation proceeding involved 


162 


BREAKFAST CuP for coffee. 
a mark originally registered under the Act of 1920. The As- 
sistant Commissioner had found that the registrant did not have 
exclusive use of the mark as of and since the date of the applica- 
tion. The Court affirmed despite the fact that the petitioner had 
taken no action from the date of registration (1939) until 1956 
and had during these 17 years never asserted its prior rights. 





160. Rexall Drug Company v. Manhattan Drug Company, 284 F.2d 391, 128 
USPQ 114, 51 TMR 636 (CCPA, 1960). 

161. Waldes Kohinoor, Inc. vy. Illinois Tool Works, 129 USPQ 73, 287 F.2d 197 
(CCPA, 1961). 

16la. Mastic Tile Corporation of America vy. Congoleum-Nairn, Inc., 288 F.2d 954, 
129 USPQ 287 (CCPA, 1961). 

162. Loma Linda Food Company v. Thomson & Taylor Spice Co., 279 F.2d 522, 
126 USPQ 261, 50 TMR 969 (CCPA, 1960). 
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This long delay was found to have been excusable since the peti- 
tioner was not deemed to have had constructive notice of the 
1920 Act registration. Judge Kirkpatrick, speaking for a unani- 
mous court, said in this respect: “While Sections 22 and 46(b) 
of the Lanham Act provide that a registration on the principal 
register as well as a registration under the Act of 1905 shall be 
constructive notice of the registrant’s claim of ownership thereof, 
Section 26 expressly withholds from registration on the sup 
plemental register the benefits aeecorded by Section 22.” The 
Court then proceeded to find no evidence of actual knowledge 
on the petitioner’s part. 


b. No Likelihood of Confusion Found by the Appeal Board 
But Found to Exist by the Court 


KINTEL for electronic instruments, and cinTEeL for photo- 
electric cells.’ The Board had denied a petition on the ground of 
differences in the products and types of customers. The Court, 
however, emphasized that the goods enumerated in the registra- 
tion sought to be eanceled were at least partially identical with 
those enumerated in petitioner’s earlier registration. 


No Likelihood of Confusion Found by Either the 
Appeal Board or the Court 


WANDER applied to a drug used chiefly in the treatment of 
tuberculosis, and WARNER for a wide range of pharmaceuticals.’ 
The Court agreed with the Commissioner that no likelihood of 
confusion existed, particularly in view of the fact that both par 
ties had characterized the question before it as a “very simple 
one” and “although counsel had managed to pile up more than 
400 pages of record and 80 pages of brief.”’ GaLvicon for galvaniz 
ing and rust-resistant paints and solvents, and GALVANUM as a 


protective coating for galvanized iron surfaces.’ In a four to 


one decision, the Court sustained the Board’s ruling that despite 
the highly suggestive nature of the common syllable Gatv, the dif- 
ferences in the marks were such as to preclude any reasonable 
likelihood of confusion. 





163. Rank Cintel Limited v. Kay Lab, 288 F.2d 938, 129 USPQ 286 (CCPA, 1961). 

164. Warner-Hudnut, Inc. v. The Wander Co., 280 F.2d 435, 126 USPQ 411, 51 
TMR 99 (CCPA, 1960). 

165. Vita-Var Corporation v. Galvicon Corporation, 284 F.2d 953, 128 USPQ 195, 
51 TMR 768 (CCPA, 1960). 
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d. Likelihood of Confusion Found by the Appeal Board 
but Not by the Court 


In Robert Hall Clothes, Inc. v. Stern-Slegman-Prins Com- 
pany,’ which involved an application to register DEBBIE HALL 
opposed by the owner of a registration for DEBBY ROSE as used on 
identical products (women’s and girls’ wearing apparel) it was 
held with regard to the counterclaim for cancellation that the 
counterelaim should not have been dismissed by the Board on 
the pleading; no decision on the merits was rendered. 


II. “DAMAGE” OR “INJURY” BASED ON OTHER GROUNDS 


1. The Appeal Board 


a. Descriptiveness or Genericness 


As in the past, opposers in a number of cases based their 
allegation of damage not on likelihood of confusion with a pre- 
viously registered mark but on the broader proposition that 
the applicant’s mark was descriptive, generic, or otherwise un- 
registrable because of an equal right of the opposer and others 
in the trade to use such words in their primary meaning. Thus, 
an application to register the words HOUSE OF IDEAS as a service 
mark for advertising services was opposed by the publisher of 
HOUSE & GARDEN magazine on the ground that this phrase had 
appeared periodically in opposer’s magazine and possessed 


d 
merely descriptive significance.’*’ Moreover, the opposer asserted 
that, as far back as 1952, the applicant had threatened opposer 


with an infringement suit beeause of the latter’s use of the 
phrase as a title for a magazine article. Despite that, the Board 
held that opposer had failed to show damage: 


“It is well settled that the mere threat of a suit for in- 
fringement does not in and of itself constitute legal damage 
(The Goheen Corporation ...v. The White Company, 53 
USPQ 52 [CCPA, 1942]); and that, in order to establish 
probable damage by the registration of a merely descriptive 
term, it must at least be shown that the plaintiff is in a posi- 
tion to use the term to describe goods or services identical 
with or related to those of defendant.” 





166. Robert Hall Clothes, Inc. v. Stern-Slegqman-Prins Company, 285 F.2d 816, 
128 USPQ 388, 51 TMR 622 (CCPA, 1961). 

167. The Conde Nast Publications, Inc. v. Swann, 127 USPQ 85, 51 TMR 328 
(Tm. Bd., 1960). 
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[It is submitted that the quoted policy, although perhaps well 
settled, should be reexamined with a view toward recognizing the 
right of a person threatened with a suit for infringement or un- 
fair competition to file a notice of opposition based on that fact 
alone. 

Also unsuccessful was an opposer seeking to prevent regis 


tration of PAINT MASTERS for dry paste and ready-mixed paints on 


the ground that opposer and other members of the industry had 


long used this term descriptively.’ In this instance it was held 
that listing of the term in a trademark directory of the industry 
could, under no circumstances, be construed as evidence of des 
criptive use by the trade of the term listed but, on the contrary, 
would rather seem to indicate that it was intended to be used as 
a trademark. 

Again, opposition against HyprA-mMaTic as a trademark for 
masonry saws by the owner of woRKMASTER registered for the 
same goods, was dismissed on the ground, inter alia, that opposer 
had failed to show that he was engaged in the manufacture or 
sale of the same or similar goods and was, therefore, not in a 
position to raise this issue sinee he could not support a claim of 
actual or potential damage.’ 

On the other hand, an opposition against registration of 
both BLIND BOLTs and BLIND Nuts for fasteners was sustained on 
the ground that these terms were widely used in the industry in 
a descriptive sense and had been so used by the opposer;'* as 
a matter of fact, the record showed that U.S. patents had issued 
to various persons including the opposer for such devices as 
“blind bolts” and “blind nuts”. 

An opposer was also successful in preventing registration of 
the term HERRING BONE for milking parlors and parts thereof.” 
The Board was satisfied that this term was widely used in the 
description of a system of milking and could not, therefore, be 
appropriated as a trademark. 


168. Benjamin Moore g& Co. v. Lasting Products Company, 126 USPQ 207, 50 
TMR 1125 (Tm. Bd., 1960). 

169. Cardinal Engineering Corporation v. Champion Manufacturing Company, 
126 USPQ 208, 50 TMR 1126 (Tm. Bd., 1960). 

170. United-Carr Fastener Corporation v. Hi-Shear Rivet Tool Company, 126 USPQ 
293, 51 TMR 202 (Tm. Bd., 1960); see also, Illinois Tool Works v. Hi-Shear Rivet 
Tool Company, 126 USPQ 294, 51 TMR 202 (Tm. Bd., 1960). 

171. Clay Equipment Corporation vy. Chore-Boy Manufacturing Co., Inc., 129 
USPQ 435 (Tm. Bd., 1961). 
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In one recent ecase,’* the Board granted a petition for can- 
cellation of the term HEAvy DuTy as used on vegetable shortening, 
upon proof by the petitioner that it had used the term for many 
years in a descriptive sense and had been threatened with in- 
fringement suit by the respondent-registrant. In granting the 
petition the Board emphasized that respondent itself, in its own 
advertising, had used the term descriptively in the phrase ‘no 
extra cost for heavy duty”, etc. and that the term ‘ 
a desirable characteristic of shortening and has been so used.” 


‘aptly describes 


The junior party in an interference proceeding prevailed on 
the ground that it had used the term LENs BricHut long prior to the 
senior party and would, therefore, be entitled to the registration 


of the term even if it were merely a common descriptive name and 
not, as the Board held it to be, a trademark.’”® 

On a few occasions, applicants for registration and petitioners 
for cancellation prevailed because of evidence of prior use by 
them as a trade name of the term sought to be registered or can- 
celed. For instance, the junior party in an interference proceed- 
ing involving the mark zeLu for radar tube parts and similar 
products prevailed on the ground that it had proved prior use 
of that word as its trade name, even though it failed to prove 
prior trademark use.'** It was held that the senior party’s prior 
technical trademark use did not entitle it to registration sinee 
the issuance of a registration would be inconsistent with the 
junior party’s right to continue use of the word zeLu as part of 
its trade name. Similarly, in Consolidated Electrodynamics Cor- 
poration v. Control Electronics Co., Inc., registration of a symbol 


i 


comprising the letters cEc was successfully opposed on the ground 
that the letters had been previously used by the opposer as an 
abbreviation of its trade name and as an unregistered trade- 
mark.*” 

On the other hand, the International Telephone and Telegraph 
Corporation was unsuccessful in opposing registration of the 
word INTERNATIONAL for battery chargers;’* reliance was placed 
by the opposer only on its trade name, although there was no 
showing that such trade name had become associated with the 





172. E. F. Drew § Co., Inc. v. Hunt Foods and Industries, Inc., 129 USPQ 366 
(Tm. Bd., 1961). 

173. Lens Bright Co. v. Sparke, 127 USPQ 340, 51 TMR 107 (Tm. Bd., 1960). 

174. The Zell Products Corporation vy. Zell Electric Manufacturing Co. Inc., 126 
USPQ 520, 51 TMR 326 (Tm. Bd., 1960). 
17 





5. 128 USPQ 448 (Tm. Bd., 1961). 
176. International Telephone and Telegraph Corporation vy. International Electric 
Company, 128 USPQ 349, 51 TMR 640 (Tm. Bd., 1961). 





Vol. 51 TMR- FOURTEENTH YEAR OF TRADEMARK ACT OF 1946 819 





specific product for which registration was sought. In dismissing 
the petition, the Board said: 


“For an opposer relying upon a trade name to succeed, 
it is necessary to show more than mere use thereof. It must 
show an association of its name in conjunction with goods 
identical or related to those of applicant upon which a similar 
term has been applied.” * * * “And further, that it was 
selling such goods at or about the time the notice of opposi- 
tion was filed and from a time prior to an applicant’s first 
use of the mark in issue.” 


2. The Court of Customs and Patent Appeals 
a. Descriptiveness or Genericness 


The issue of descriptiveness or genericness as a basis for a 
showing of damage in opposition and cancellation proceedings 
also came before the Court on several occasions. In J. Kohnstam, 
Ltd. v. Louis Mara d& Company, Inc.’ both the Examiner of 
Interferences and the Assistant Commissioner had sustained an 


opposition against registration of the term MATCHBOX SERIES for 
toy model vehicles and machines. The Court agreed with the 


Patent Office tribunals in holding that use of the term mMatcHBox 
in connection with toys packaged therein was a mere descriptive 
use of that term and that the applicant’s goods were aptly de- 
seribed as “matchbox toys’. It was further indicated that where, 
as here, a term was found to be the “common descriptive name” 
of an article, no amount of proof of secondary meaning could 
make such term registrable. The same result was reached by 
the Court in passing upon the registrability of the words power 
SHOP as a trademark for woodworking saws.’** The Board had 
sustained the opposition on the ground that powER sHop was but 
a common descriptive term in this particular industry, and there 
fore not subject to registration even under Section 2(f). In a 
comprehensive opinion by Judge Rich (Judge Martin dissenting 
and the Chief Judge concurring only in the result), it was pointed 
out that applicant, although he may have acquired “enforceable 
common law trademark rights in PowrER sHopP, could not so ex- 
ercise these rights as to require of the other party to stop using 
the identical term in a descriptive manner. The conclusion was 








177. 280 F.2d 437, 126 USPQ 362, 50 TMR 1271 (CCPA, 1960). 
178. DeWalt, Inc. vy. Magna Power Tool Corporation, 289 F.2d 656, 129 USPQ 275 
(CCPA, 1961). 
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reached that in view of the opposer’s long established use of the 
words powrr sHop deseriptively in connection with the sale of its 
tools, applicant was not entitled to register that term even under 
Section 2(f): 


“To put it in possession of prima facie proof of a right it 
does not have, which it might at any time decide to assert 
against Magna, would, in our opinion, be damaging to Magna 
since it could at least be used to harass Magna into ceasing 
the use of PowER sHop on pain of defending a lawsuit. More- 
over, the outcome of such a suit is far from certain.” 


The majority opinion also made these important observations in 


sustaining the opposition : 


“Some descriptive words may become registrable when no 
conflicting rights are asserted. POWER SHOP appears to be 
such a term. While section 2(f) opens to the applicant the 
possibility of establishing registrability notwithstanding 2(e), 
here the proof by opposer of its conflicting right to use the 
mark prevents its registration. We agree with opposer that 
registration would be a threat to it and its enstomers, would 
make harassment possible, and would be in derogation of 
opposer’s established rights.” 


Judge Martin dissented on the ground that recognition of appli 
eant’s mark as a trademark and registration thereof would not 


deprive the opposer or others from making a fair descriptive use 


of the same term. 

As already indicated last year, the Court in a four to one 
decision affirmed the Commissioner in ordering cancellation of 
the mark Harr coLor BATH for hair tinting and coloring prepara- 
tions which had been registered on the Supplemental Register.’” 
The term was held to be the generic name by which the product 
was known and, consequently, not registrable even on the Sup 
plemental Register. Most recently, the Court unanimously af- 
firmed the Board, which had ordered cancellation of the trade- 
mark HA-LUSH-KA for egg noodles.’ It was held that this term 
was but a slightly misspelled version of the Hungarian word 
HALUSKA Which was the common descriptive name for egg noodles. 


179. Clairol, Incorporated y. Roux Distributing Co., Inc., 280 F.2d 863, 126 USPQ 
397, 51 TMR 98 (CCPA, 1960). 

180. Weiss Noodle Company vy. Golden Cracknel and Specialty Company, 129 
USPQ 411 (CCPA, 1961). 
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It was noted that even a “de facto secondary meaning” cannot 
make a cominon descriptive term registrable even though the 
generic term was a foreign language expression, rather than a 
common descriptive designation in English: 


“While it is always distressing to contemplate a situation in 
which money has been invested in a promotion in the mis- 
taken belief that trademark rights of value are being created, 
merchants act at their peril in attempting, by advertising, to 
convert common descriptive names, which belong to the publie, 
to their own exclusive use. Even though they succeed in the 
creation of de facto secondary meaning, due to lack of com- 
petition or other happenstance, the law respecting registra- 
tion will not give it any effect.” 


b. Registration Fraudulently Obtained; The Fiocco Case 


In Bart Schwartz International Textiles, Ltd. v. The Federal 
Trade Commission,’ the Court for the first time had before it one 
of the very few cases in which the Federal Trade Commission has 
exercised its authority under Section 14 of the 1946 Act to seek 
eancellation of a registered trademark in certain narrowly defined 
situations. It was the Commission’s contention that the word 
FIOCcCO Was a widely known Italian generic term for certain types 
of fabries. Inasmuch as Section 14 does not confer jurisdiction 
upon the Commission in such cases unless the term is used in 
connection with an article on which a patent has expired, it was 
necessary for the Commission to rely on one of the other grounds 
for cancellation which it may invoke under that section; for that 
reason, the Commission had to allege and prove that the registra 
tion had been “fraudulently” secured. Toward this end, the Com- 
mission took the position that the registrant should be held to have 
been under an affirmative duty to disclose the generic meaning of 
the term Fiocco in Italian and that, in any event, the statement in 
his application with regard to his exclusive right was false because 


of his proven knowledge of wide descriptive use by others. 


If it had not been for this aspect of fraud, the case would 
undoubtedly have been decided on the same line of reasoning 
which the Court applied in the Just mentioned HA-LUSH-KA case. 
In that case, however, no issue of fraud had been raised and the 
Federal Trade Commission had no participation in the proceed 
ing. Ina narrow three to two decision, a majority of the Court in 


181. 289 F.2d 665, 129 USPQ 259 (CCPA, 1961). 
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the rrocco case reached the conclusion that the record established 
bad faith on the part of the applicant and that his statement in the 
‘executed despite 


. 


declaration with regard to his exclusive right was 
factual information to the contrary” and was, therefore, fraudu- 
lent. But even the majority opinion cmphasized that it considered 
“fallacious” that part of the Board’s decision which had imposed 
a “duty” upon the registrant to disclose to the Patent Office that 
the Italian word Friocco meant “staple rayon.” One cannot help but 
agree with the majority at least to the extent that ‘the mere with 
holding of information as to the meaning of the Italian word ‘fioeeo’ 
is not such a fraudulent withholding of information as to warrant 
eancellation of the mark.” In all probability the petition for cancel- 
lation would have been denied by the Court if the majority had 
not been influenced by what the Board and the Court character- 
ized as the registrant’s “fabrication” in his testimony with regard 
to how he had selected the word Fiocco as a trademark. It is 
significant that even in the light of such discredited testimony, the 
two dissenting judges expressed the view that the charge of fraud 


in securing the registration was not sufficiently supported by the 


record. Judge Martin said: 


“To require one who has openly used a word as a trade- 
mark for the purpose of identifying his goods for a number of 
years to know that because others have used it deseriptively 
he is subject to a charge of fraud if he obtains a registration, 
would be establishing a precedent which will cause undue 
restraint or hardship on past, present and future applicants 
not contemplated or warranted by the provisions of the 
Lanham Act.” 


In evaluating the significance of the Frrocco decision, greater em- 
phasis must, I submit, be placed upon what both the majority and 
the dissenting opinions did not hold with regard to an applicant’s 
duty toward the Patent Office, than on the ultimate result reached 
in view of the peculiar facts of this case. In other words, the 
decision should not be interpreted to imply that an applicant for 
registration, rather than the Examining Division, is under an 
affirmative duty to find out or disclose any descriptive or generic 
meaning that the term sought to be registered may have in a 
foreign language; certainly there would seem to be no reason for 
a charge of fraud if an applicant—in good faith, although, perhaps, 
under misconception of the applicable law—seeks to register a 
term as a trademark which to his knowledge has not been so used 
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in the United States before but which may have a descriptive 
significance in one or more foreign countries. 


PART III. TRADEMARK INFRINGEMENT AND 
UNFAIR COMPETITION 


I. USE OF INFRINGING MARK OR NAME 
a. Appellate Federal Court Decisions 


As compared with last year,'** there has been a rather surpris- 
ing dearth of appellate federal court decisions. Indeed, several 
Cireuit Courts of Appeals had no issue of trademark or trade name 
infringement brought before them at all during the year. In the 
First Cireuit, the only decision incidentally involving an issue of 
trademark infringement was Unistrut Corporation et al. v. Powe? 
et al.’** Plaintiff, in addition to patent and copyright infringement 
and unfair competition, had alleged that defendant’s trademark 
POWER-STRUT infringed upon its trademark unistrut. The lower 
court, although holding for the plaintiff on the issue of unfair 
competition, had found no trademark infringement and was af- 
firmed in that finding by the appellate court on the ground that the 
word STRUT was generic as applied by both parties and that plain- 
tiff’s trademark was “essentially weak.” 

The three decisions rendered by the Court of Appeals for the 
Seeond Cireuit in recent months continue to reflect Judge Clark’s 
observation in his dissenting opinion in the HYDE PARK case"' 
that the outcome of trademark and unfair competition cases in 
the Second Cireuit presently depends to a large extent on whether 
the plaintiff’s case may “come before a panel of this court allergic 
to the doctrine historically associated with us because of its nurture 
by our most illustrious judges of protecting trade names against 
competition which will create confusion as to the source of goods 
sold under such names.” In other words, much depends these days 
on “the chance of the assignment calendar.” In two of the Court’s 
three recent decisions in trademark infringement cases, the Court 
again was strictly divided. In the first of these, Chief Judge Ryan 
had found no infringement of plaintiff’s trademark BryLcREEM 
by defendant’s use of the mark vaALcream for the same type of 








182. The Thirteenth Year, supra n. 7, p. 29 et seq., 50 TMR 840 et seq. 

183. 280 F.2d 18, 126 USPQ 82, 50 TMR 1199 (C.A. 1, 1960). 

184. Hyde Park Clothes, Inc. v. Hyde Park Fashions, 214 F.2d 223, 226, 43 TMR 
934 (C.A. 2, 1953). 
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product.’** The lower court’s decision was based on findings of 
fact to the effect that there had been no conscious imitation of 
plaintiffs trademark or get-up, that only functional aspects of 
plaintiff’s product had been imitated, and that no infringement 
could be found in the use by both parties of the descriptive word 
CREEM as misspelled by both parties. A majority of two, Judges 
Swan and Friendly, found, however, that the District Court had 
failed to give adequate consideration to the evidence of inten- 
tional imitation apart from the common use of the word cREEM; 
in other words, the majority opinion found deliberate copying 
of the general appearance, design and other nonfunctional as 


pects of plaintiff's product and also stressed the existence of evi- 


dence of actual confusion, which, in the trial court’s opinion, had 
been rather negligible. It was Judge Clark who on previous 
oceasions, including the above-mentioned HypE PARK case, had 
often dissented, because of inadequate protection given by the 
Court to plaintiffs in trademark and unfair competition cases, 
wrote a strong dissenting opinion in the BRYLCREEM case in favor 
of affirming the District Court’s dismissal of the action. Accord- 
ing to Judge Clark, the two trademarks involved bore no similarity 
other than the deseriptive term creem, and the defendant, rather 
than intentionally imitating plaintiff's get-up, had indicated * 
scrupulous attempt to learn and to observe the proper legal limits”. 


a 


With regard to the evidence of actual confusion, Judge Clark ob- 
served: 


“To me these weak trivialities in this vastly overexploited 
field are anything but impressive—quite the contrary in fact 
—and they have been correctly appraised by a perceptive 
trial judge. They are far from demonstrating any real likeli- 
hood of confusion within the statutory prohibition.” 


A few months after the BrYLCREEM case was decided, the 
United States Supreme Court denied certiorari in the HAYMAKER 
ease which was extensively discussed in last year’s report.’ 

An entirely different panel of the Second Cireuit quite re- 
cently held the proprietors of two well-known Florida restaurants 
operating under the name wo tries entitled to protection against 


185. Harold F. Ritchie, Inc. v. Chese brough-Pond’s, Inc., 281 F.2d 755, 126 USPQ 
310, 50 TMR 1207 (C.A. 2, 1960). 

186. 281 F.2d 755, 765, 126 USPQ 310, 318, 50 TMR 1207, 1218-19. 

187. 360 U.S. 909, 127 USPQ Pt. II, p. ii (Dec. 6, 1960). For discussion of the 
HAYMAKER case, Avon Shoe Co., Inc. vy. David Crystal, Inc., 125 USPQ 607 (C.A. 2, 
1960), see The Thirteenth Year, supra n. 7, p. 30, 50 TMR at 842, 843. 
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use of the name wo.ries on defendant’s restaurant in Brooklyn.*** 
The district court, too, had enjoined defendant’s use of the name 
on the ground that plaintiff's common law rights in this unregis- 
tered name had been clearly established.’*’ Although Judge Byers 
had not expressly found a sccondary meaning of the name in the 
New York arca, it was coneeded that thousands of Brooklynites 
visited Miami Beach each year, that the name wo.urirs had been 
advertised over television on a national seale, and that, con- 
sequently, it could well be coneluded that wourirs meant the 
Florida restaurants even to residents of Brooklyn. The plain- 
tiffs had waived all claims for damages and had originally been 
unsuccessful in getting summary relief against the defendant 
under Section 964 of the New York Penal Law. On appeal, the 
majority of the Court, undoubtedly also influenced by the fact 
that defendant’s menu was similar to plaintiff’s in appearance 
and referred on several occasions tO WOLFIE’S FLORIDIAN STYLE, 
came to the conclusion that the defendant had been properly 
enjoined on analogy to the storK cLUB,’*? puMP ROoM,™’ and other 
cases. Judge Moore, on the other hand, in a strongly worded 
dissent, accused the majority of granting through the medium of 


the unfair competition doctrine a “nonstatutory monopoly”. He 


said: 

“T cannot but believe that unfair competition should mean 
(1) competition and (2) that it is unfair. Obviously, there is 
no competition between wourtes (Miami) and wourtes (Brook- 
lyn). If the Brooklyn College student who seeks physical 
rehabilitation from his mental debilitation caused by a two- 
hour examination believes that he is walking across the street 
into Wolfies of Miami, he would truly be in a state of post- 
examination shock.” 


The storK CLUB, PUMP ROOM, and other cases were distinguished 
in the dissenting opinion on the ground that they dealt with 
unique names rather than a common nickname such as WOLFIES. 
3ut even the dissenting judge had to admit that the justifications 
offered by defendant for adopting the name wo.rtrs were “fantas- 
tic”. However, Judge Moore, rather unjustifiedly, | submit, criti- 


188. Lincoln Restaurant Corp. v. Wolfies Rest. Inc., 129 USPQ 374 (C.A. 2, 1961). 

189, L neoln Restaurant Corp. et al., d.b.a. W olfies et al. Ws Wolfie Ss Rest. Inc., 186 
F.Supp. 570, 126 USPQ 352, 50 TMR 1270 (D.C., E.D. N.Y., 1960). 

190. Stork Restaurant, Inc. v. Sahati, 166 F.2d 348, 76 USPQ 374, 38 TMR 431 
(C.A. 9, 1948). 

191. Ambassador East, Inc. v. Orsatti, Inc., 257 F.2d 79, 118 USPQ 47, 48 TMR 
1251 (C.A. 3, 1958). 
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cized the majority for having been greatly influenced by defen- 
dant’s “flagrant appropriation of the name” while, in Judge 
Moore’s opinion, the defendant’s intent should not be held con- 
trolling. 

In the potaror case,’ the Second Circuit, speaking through 
Judges Medina, Friendly and Smith, was unanimous in uphold- 
ing the lower court’s dismissal of the complaint on the ground of 
laches. As reported last year,’** the Polaroid Corporation was 
seeking to enjoin the defendant from using the term poLarap after 
the latter had built up a substantial business in the television 
and electronies field. While, of course, recognizing the trademark 
owner’s right of natural expansion, as first announced by the 
Second Circuit itself in the Yale and other cases,’ it was held 
that plaintiff’s inaction over a period of more than 15 years as 
against this defendant should deprive plaintiff not only of its 
right to damages and profits but even of its right to a permanent 
injunetion. Although the Court acknowledged that in cases of 
direct competition, mere delay or acquiescence will not ordinarily 
defeat a trademark owner’s right to a permanent injunction, it 
held, relying on the doctrine formulated by Judge Learned Hand 
in the WHITE HOUSE case,’ that the rule of the J/enendez case’ 
would not apply where, as here, the defendant was not guilty of 
direct infringement or competition but had engaged in an “ap- 
pendant market” without being sued by the trademark owner until 
long after the building up of a substantial business and good will 
in the alleged infringing mark. The Court, however, added the 
following word of caution at the very end of its opinion: 


“If defendant should move into new territory more closely 
related to optics and photography, different considerations 


as to laches as well as on the merits will, of course, apply.” *” 
There apparently not having been any decision by the Third, 
Fourth, Fifth and Sixth Cireuits involving trademark or trade 
name infringement, we turn to the Court of Appeals for the 
Seventh Cireuit to find that even there, only two cases were re- 








192. Polaroid Corporation v. Polarad Electronics Corporation, 287 F.2d 492, 128 
USPQ 411 (C.A. 2, 1961). 

193. The Thirteenth Year, supra n. 7, p. 35 et seqg., 50 TMR at 857 et seq. 

194. Yale Electric Corp. vy. Robertson, 26 F.2d 972, 18 TMR 321 (C.A. 2, 1928), 
and cases cited at 287 F.2d 492, 496, 128 USPQ 411, 414. 

195. Dwinnell-Wright Co. v. White House Milk Co., 132 F.2d 822, 56 USPQ 120, 
23 TMR 2 (C.A. 2, 1943). 
196. Menendez y. Holt, 128 U.S. 514 (1888). 
197. 287 F.2d 492, 498, 128 USPQ 411, 415. 
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ported in which relief against trademark infringement was sought 
and in both of which the plaintiff remained unsuccessful. As a 
sequence to a judgment in a bitterly fought simultaneous litiga- 
tion in California in which the plaintiff had been protected against 
the same defendant’s use by the latter of the word NATIONAL in 
the trucking business, plaintiff now sought protection against 
defendant’s use on its trucks of an outline of the map of the 
United States displaying alternate red and white stripes or black 
and white stripes in the lower portion below the name.’ It was 
held by the Seventh Cireuit, however, that the defendant, by using 
a similarly colored stripe design did not infringe plaintiff’s ser- 
vice mark or compete unfairly with the plaintiff. The Court, 
while acknowledging the validity of the plaintiff’s composite mark, 
observed that the owner of such mark may not dissect it and 
claim a monopoly in the use of vertical stripes of color or other 
elements of the overall mark.** 

The Court also denied any relief to the manufacturer of 
SEVEN-UP (7-UP) who sought an injunction against defendant’s 
use of the mark BuBBLE uP.'’? The plaintiff itself conceded that 
since laches had been found to exist in a separate trial on that 


9 


issue,’ it was not entitled to past damages and profits, but 
similarly to the above discussed poLaraD case, took the view that 
it was still entitled to a permanent injunction, laches and _ ac- 
quiescence notwithstanding. In deciding the appeal on the merits 
in favor of defendant, the Court emphasized that a _ plaintiff’s 
delay “may be so prolonged and inexcusable that it would be 
inequitable to permit the plaintiff to seek injunctive relief as to 
future activities.” Moreover, the Court held that “much more 
than mere delay” was present here and that it would be “highly 
inequitable” to grant any relief to plaintiff at this late date.*” 
The Seventh Cireuit Court also had to pass on the issue whether 
a federal court had properly granted an injunction enjoining 
a United States corporation from instituting infringement and un- 


fair competition procecdings in a foreign country in alleged vio- 





198. National Van Lines, Inc. v. Dean, 288 F.2d 5, 129 USPQ 107 (C.A. 7. 1961). 

199. Seven-Up Company v. O-So-Grape Co., et al., 283 F.2d 103, 127 USPQ 147, 
51 TMR 93 (C.A. 7, 1960); see also 177 F.Supp. 91, 123 USPQ 520, 50 TMR 163 (D.C., 
S.D. Ill., 1959), discussed The Thirteenth Year, supra n. 7, at p. 35, 50 TMR at 856. 

200. But see The Seven-Up Company v. Green Mill Beverage Company, ect al., 191 
F.Supp. 32, 128 USPQ 284, 51 TMR 585 (D.C., N.D. Ill., 1961), where, in the absence 
of any issue of laches, the Seven-Up Company was granted an injunction against defen- 
dant’s use of the trademark Fizz up; defendant’s Illinois State registration was declared 
to be invalid. The case was interesting and important primarily because of plaintiff’s 
method of proving likelihood of confusion through reaction tests and interviews recorded 
by hidden motion picture sound cameras. 
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lation of a settlement agreement between the parties.“ It was 
held that the injunction had improperly issued since there was 
no evidence of “vexatious or harassing litigation” abroad and 
that any determination by a United States court in a pending 
action in this country would not necessarily be determinative of 
litigation arising in a foreign country under different applicable 
local laws. 

In the Kighth Cirenit we encounter a complicated territorial 
dispute with regard to the trade name LayNE & BOWLER.*’ It ap- 
peared that plaintiff had the exelusive right to sell pumps made 
by Layne & Bowler, Inc. of Memphis. He sued a representative 
of Layne & Bowler Pump Company of Los Angeles, who was sell 
ing the California company’s product in plaintiff’s territory. The 
record established that both the Memphis and the California 
manufacturing units had at one time been under joint ownership 
and control but were subsequently divided by the founder into 
two corporations to be operated separately by his sons (the 
Memphis corporation) and the Layne Foundation (the California 
corporation). The trial court had found that there had been no 
evidence of bad faith or any attempt on the part of the California 
company to pass off its pumps as those of the Memphis concern. 
The court also held that plaintiff as exelusive distributor would 
have standing to sue if infringement of the trademark of the 
parent company would actually have occurred in its territory. 
It had been held by the lower court that plaintiff, despite its 
knowledge of the prior use of the trade name by the California 


company, had developed its own good will in its territory which 


would take precedence over the California company’s rights. 
The Court of Appeals for the Eighth Cireuit reversed in this 
respect, holding that the California company’s rights and those 
of the defendant as its representative were equal, if not superior 
to the plaintiff’s rights and that the defendant had committed 
no unfair or wrongful act in utilizing the California company’s 
trade name in its representation of that concern in plaintiff’s terri- 
tory. 

The Court also affirmed the dismissal of a complaint by the 
owner of the registered trademark pLEXTONE.as used on a variety 
of paints against defendant’s use of FLExITONE for related prod 


201. Sperry Rand Corporation v. Sunbeam Corporation, 285 F.2d 542, 128 USPQ 
65,51 TMR 443 (C.A. 7, 1960). 

202. Fry, d.b.a Vene D. Fry Company v. Layne-Western Company, 282 F.2d 97, 
126 USPQ 423, 51 TMR 55 (C.A. 8, 1960). 
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ucts." The Court agreed with the court below and with the de 
fendant that the two trademarks involved were sufficiently dif 
ferent to negative any likelihood of confusion, as evidenced by the 
fact that over the years both marks had been used in the same 
territory without any actual confusion. 

No reported decision involving trademark infringement has 
been found in the Ninth and Tenth Cireuits apart from a collateral 
holding by the Ninth Cireuit Court in a suit for patent royalties 
that the name KOoLVENT had not become generic for a certain type 
of awning even though that term may be referred to as a KOOLVENT 


} 


type awning in the trade. 


b. District Court Decisions 


From a legal point of view, Judge Wright’s decision in the 
Wellington Fund ease*’’ was undoubtedly the most interesting 
decision in recent months. The Wellington case involved a deelara- 
tory judgment action in the nature of a minority stockholder suit 
instituted on behalf of a group of shareholders of the Wellington 
Fund charging that the use of the name WELLINGTON by the subse- 
quently created Wellington Equity Fund constituted unfair com 
petition. It appeared that both funds were under the same man 
agement and it was the defendants’ contention that the good will 


symbolized by the name weLuinctTon had been originated by the 


management team and that, moreover, a mutual fund, as such, 
was merely a passive instrumentality whose suecess and good will 
depended entirely on the skill and reputation of the manager. 
[It was also argued by the defendant that the Wellington Fund 
was an “open end” investment concern, while the Equity Fund 
had been created in the form of a “growth fund” so that there 
was no actual competition between the two funds and no likeli 
hood of confusion. It is interesting to note that the suit was not 
brought primarily on a theory of alleged corporate mismanage- 
ment but on the basis of trade name infringement, alleging owner 
ship of the name WELLINGTON in the separately incorporated 
original Wellington Fund, and charging the giving away of a 


203. Maas & Waldstein Company et al. v. American Paint Corporation, 288 F.2d 
306, 129 USPQ 47 (C.A. 8, 1961); affirming 178 F.Supp. 498, 124 USPQ 207, 50 TMR 
190 (D.C., D. Minn., 1959), discussed in The Thirteenth Year, supra n. 7, at p. 36, 50 
TMR at 860. 

204. Zajicek v. Koolvent Metal Awning Corporation of America, 283 F.2d 127, 
27 USPQ 227 (C.A. 9, 1960). 

205. Taussig et al. v. Wellington Fund, Inc., et al., 187 F.Supp. 179, 126 USPQ 
433, 51 TMR 149 (D.C., Del., 1960). 
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valuable corporate asset to the Equity Fund. The District Court 


held in favor of the plaintiff stockholders and, in a lengthy 
opinion, found that the name weLuIncTon belonged to the Fund, 
rather than to the manager thereof, that there was likelihood of 
confusion between the two funds and that use of the name WELL- 
INGTON by the Equity Fund may preempt the right of the original 
fund to enter the growth fund field. As a result, the court held 
plaintiffs entitled to an injunction enjoining the Equity Fund 
and the other defendants from employing the name WELLINGTON. 
However, no damages or profits were awarded; the case will be 
appealed to the Third Circuit Court of Appeals.°’* 

Another case involving many unusual aspects and also pend- 
ing on appeal in the Second Cireuit at the present time involved 
an attempt by the famous design house, Christian Dior, supported 
by a group of associations and corporations, to prevent a depart- 
ment store from using the pion name in its advertising of dresses 
which had been copied from original pior designs;*’’ the defen- 
dant store was not included among those stores that had been 
permitted under franchise agreement to use the name prior or 
refer to it. It appears from the decision that the plaintiff had 
established a rather complicated system, dividing retail establish- 
ments in the United States into three classes and making the 
right to use the name prior to some extent dependent upon the 
reputation of the store and the price range at which the store’s 
reproductions of prior models were offered to the public. Judge 
Dimock, after holding that the complaint did state a cause of 
action, denied the motion for a preliminary injunction on the 
ground that plaintiff’s allegations of interference with contractual 
relations, as well as its charge of unfair competition and trade- 
mark infringement could not be determined before trial and that 
there was a real question in the Court’s mind whether there was 
anything actually false about defendant’s advertising claims. In 
other words, the Court refused to find a violation of Section 43(a) 
of the Lanham Act or trademark infringement. After posing 
the question, “Is there anything so sacrosanct about a trademark 
that registering the name prior as a trademark would convert the 
innocent sale of a garment as a copy of the prior model into a 





206. For a scholarly discussion of the legal nature of mutual funds and the sig- 
nificance of the Wellington decision, ef. Lobell, The Mutual Fund: A Structural 
Analysis, 47 YALE L. REv. 181 (1961). 

207. Societe Comptoir de L’Industrie Cotonniere, Etablissements Boussac et al. v. 
Alexander’s Department Stores, Inc., 190 F.Supp. 594, 128 USPQ 242, 51 TMR 518 
(D.C., 8.D. N.Y., 1961). 
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violation of pror’s rights?”, the Court answered the question in 
the negative. At the same time, the Court also denied defen- 
dant’s motion for summary judgment based, inter alia, on alleged 
antitrust violations on plaintiff’s part. No such violation was 
found to be present and plaintiff’s practice of “refusal to sell’, 
while perhaps not enforceable, was not to be held illegal even in 
the light of the recent Supreme Court decision in U.S. v. Parke 
Davis & Co.2 nor did the Court agree with defendant’s allega-. 
tion that the use of the name prior after the death of the famous 
designer was a fraud upon the American public, or that the 
plaintiff had unlawfully threatened defendant’s customers with 
infringement suits. More importantly, the Court also rejected 
defendant’s affirmative defense that plaintiff had lost the right to 
the exclusive use of the name pior as a trademark by permitting 
multiple use of that name by its licensees; with regard to this 
defense the Court said: 


“Plaintiff has done no more than to permit retailers to 
tell the absolute truth about garments sold by the retailers, 
to wit, that they were copies of pion models. Where the right 
to a trademark is lost by granting permission for its use by 
others, the reason for the loss is that the owner has permitted 
the mark to become identified with the business of others 
and, at the same time, has led the public to believe that the 
business of the licensee was actually being conducted by the 
trademark owner. * * * Here the name pior continues to 
be associated with the pior original. Plaintiff’s right to the 
name pDIoR as its trademark for the original garment remains 
unaffected.” *’ 


It will indeed be interesting to await the ultimate outcome of this 
important litigation.” 


Another name presently involved in much litigation is the 
term TRAMPOLINE, as used on an athletic device. In the first of 


11 


these cases,’ a district judge in New York granted an injunction 








208. U.S. v. Parke Davis & Co., 362 U.S. 29 (1960). 

209. 190 F.Supp. 594, 601, 128 USPQ 242, 248, 51 TMR 518, 527. 

210. It may be recalled that a few years ago Christian Dior did succeed in abso- 
lutely enjoining a defendant who, without any authority from plaintiff, offered a 
subscription service for distribution of reports on recent DIOR models surreptitiously 
obtained, Dior v. Milton, 155 N.Y.S.2d 443, 110 USPQ 563, 47 TMR 35 (N.Y. Sup. Ct., 
1956), affirmed per curiam, 156 N.Y.S.2d 996 (App. Div., 1956). For a discuss on of 
the recent Dior case, ef., Diamond, “Controlled Marketing of Fashion Merchandise Dis 
puted in Dior Litigation,” Advertising Age, Mareh 13, 1961, Pp. 78. 

211. Nissen Trampoline Company v. International Tram-po-Line Manufacturers, 
Inc., 190 F.Supp. 238, 127 USPQ 449, 51 TMR 324 (D.C., E.D. N.Y., 1960). 
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pendente lite against defendant’s use of TRAM-po-LINE. Defen- 
dant’s contention that the term was descriptive and had been a 
dictionary term before plaintiff’s registration, was rejected by 
the Court on the ground that there was at least “a strong prob- 
ability” that the word Trampo.INnE had acquired secondary mean- 
ing and that plaintiff had established a substantial good will. 
Consequently, the injunction was issued based on plaintiff's “prob 
able success” on the trial. Similarly, Judge Herlands issued an 
order pendente lite against use by defendant of the name AMERICAN 
PRAMPOLINE CORPORATION OF N.Y.*'* It was held that there was no 
justification in law or fact for defendant’s use of its corporate 
name in connection with what the Court referred to as “the 
trampoline business’. It may be noted that in this case the plain- 
tiff was the owner of a registration for the word aMErRIcAN and 
apparently claimed no exclusive right in the word TRAMPOLINE 
but used it generically. But still more recently, a District Court 
in lowa in a trademark infringement suit*’’ brought by the same 
plaintiffs who had been suecessful—at least preliminarily—before 
the District Court in New York in the first-mentioned ease, held 
the word TRAMPOLINE to be a generie term which had appeared 
in Webster’s Dictionary as far back as 1934. The term was found 
to be the name of the gymnastic equipment and “completely 
vencrie” of the tvpe of goods involved. Moreover, the Court 
stated that plaintiff had certainly not suececded in educating the 
American public to use the term “rebound tumbling” rather than 
“trampoline.” Nor did the Court find unfair competition on the 
part of defendant in connection with the latter’s alleged imitation 
of the distinctive appearance of plaintiff's product. The com- 


plaint was dismissed in toto and plaintiff's trademark registra- 


tions for TRAMP and NISSEN TRAMPOLINE were held invalid and sub- 
ject to cancellation. 

Another trademark ltigation which appears to be still in 
its early stages centers around the use of the word TrrumpH for 
women’s foundation garments and related products.** Plaintiff 
manufacturer, claiming use of the mark TrRrumpH since 1890 and 
having registered it for hosiery in 1939, sought to enjoin defen- 
dants, a subsidiary of a large German manufacturer which had 


212. American Trampoline Company v. American Trampoline Corp. of N.Y., 188 
F.Supp. 611, 128 USPQ 140 (D.C., S.D. N.Y., 1960). 

213. Nissen Trampoline Company et al. v. American Trampoline Company, 193 
F.Supp. 745, 129 USPQ 211 (D.C., S.D. Iowa, 1961). 

214. Triumph Hosiery Mills, Inc. vy. Triumph International Corporation et al., 187 
F.Supp. 169, 126 USPQ 233, 50 TMR 949 (D.C., S.D. N.Y., 1960). 
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been selling women’s garments since 1886 under the corporate 
name Triumph Spiesshofer & Braun, from using the name or 
trademark TriumpH in the United States to which the German 
eoncern had expanded its trade through the establishment of an 
independent American importer. The German parent, however, 
used the trademark bistincrion for the United States although 
always coupled with its corporate name ineluding the word 
TRIUMPH. On motion for preliminary injunction, the District Court 
found that the German manufacturer had acted in good faith, 
was importing merchandise of high quality, and that no pre- 
emptive right on the part of the plaintiff to expand into the 
foundation garment field under the trademark tTRiuMPH could 
be recognized. According to the Court, TRIUMPH was a “weak” 
trademark used many times on many different products and form 
ing the basis of some 207 registrations in the U.S. Patent Offiee. 
Consequently, defendants’ use in connection with its garments 
was found to have been “innocent” and plaintiff’s motion for a 
preliminary injunction was denied on the authority of the Second 
Cireuit’s decision in the HAYMAKER case.*'*? However, on rehear- 
ing,’ plaintiff succeeded in persuading the Court that in view of 
newly discovered evidence, defendants should not be considered 
“innocent” since the German parent had filed an application for 
registration of the trademark TrRrumpeH in 1956 which had been 
rejected based on plaintiff’s registration. The Court now ruled 
that defendants’ adoption of a name using the word TriumPH in 
the face of a rejection by the Patent Office “strips them of the 
cloak of innocence”. Consequently, a preliminary injunction was 
issued enjoining defendants from utilizing the word triumpH 
in advertising its merchandise, but not ordering them at this stage 
to change their corporate name. It is understood that this case 
is pending on appeal before the Second Cireuit. 

One other district court decision deserves special mention here 


because of the extraordinary measure of relief awarded by the 


court. In Borg-Warner Corporation v. York-Shipli y, Inc.,""" in- 
volving an action by the manufacturer of yorK air conditioning 
equipment against defendant’s use of the identical word in asso- 
ciation with furnaces and heating products, Judge Igoe held that 
plaintiff had been guilty of laches, acquiescence and unclean hands 


215. Supra, n. 187. 

216. Triumph Hosiery Mills, Inc. v. Triumph International Corporation et al., 
128 USPQ 536, 51 TMR 724 (D.C., S.D. N.Y., 1961). 

217. 27 USPQ 42, 50 TMR 1226 (D.C., N.D. Ul, 1960). 





834 ___ THE TRADEMARK REPORTER | Vol. 51 TMR 


and was, therefore, estopped from securing any relief, but on 
defendant’s counterclaim, the latter was held to be entitled to 
$2,280,000 damages, plus all profits derived from plaintiff’s sale 
of furnace heating products. Plaintiff was also ordered to reim- 
burse the defendant for all the latter’s costs, including reasonable 
attorneys’ fees. This would certainly appear to have been one of 
the largest, if not the largest, financial recovery ever made in a 
trademark infringement case. 

Among other district court decisions in which relief against 
trademark or trade name infringement was granted, the following 
may be noted: 


Defendant’s marketing of hams under the name EASY-CARVE 
held to infringe plaintiff’s registered trademark E-z-cur (despite 
simultaneous use of plaintiff’s house mark MoRRELL’s).”** The fed- 
eral court also ordered the defendant’s state registration canceled 
and ruled that no proof of defendant’s selling in interstate com- 
merce was necessary since even defendant’s local transactions had 
a substantial effect on plaintiff’s interstate business. 

Defendant’s use of the word pu Barry on shoulder pads, press 
cloths, shammy skins, aprons, and later expanded to include hair- 
nets, earguards, roller pins, beauty caps and complexion cloths, 


was enjoined by the registered owner of the identical name for 


cosmetics.” pu BARRY wos held to be a “strong” trademark and 
incontestable under the 1946 Act. 

Defendant’s use of the name CHESTER LAURIE in connection with 
men’s clothing was enjoined by the registered owner of CHESTER 
BARRIE as used on the same line of merchandise.*” The court did 
not, however, order an accounting. 

Defendant, Liberty Insurance Company of Texas, was held to 
have infringed plaintiff’s service mark LrperTy as used in connec- 
tion with insurance services ;*”? the Patent Office had referred to 
plaintiff’s service mark as the TORCH OF LIBERTY design and the 
words LIBERTY MUTUAL appeared side by side with that mark. The 
court, while not finding confusing similarity between the parties’ 
respective corporate names, found that the word Lrperty had ac- 


218. John Morrell g Co. vy. Reliable Packing Co., 127 USPQ 102, 50 TMR 1067 
(D.C., N.D. Til., 1960). 

219. Richard Hudnut v. Du Barry of Hollywood, Inc., 127 USPQ 486, 50 TMR 
1219 (D.C., S.D. Calif., 1960). 

220. Chester Barrie, Ltd. v. The Chester Laurie, Ltd. et al., 189 F.Supp. 98, 12 
USPQ 255, 51 TMR 310 (D.C., S.D. N.Y., 1960). 

221. Liberty Mutual Insurance Company v. Liberty Insurance Company of Texas, 
185 F.Supp. 895, 127 USPQ 312, 51 TMR 95 (D.C., E.D. Ark., 1960). 
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quired a secondary meaning and was entitled to protection against 
the defendant, which was, however, not enjoined from using its 
present corporate name altogether. As in the above EASY-CARVE 
case, the court here, too, expressed the view that “a partly intra- 
state act of infringement is subject to injunction if it has a sub- 
stantially adverse effect upon interstate commerce”. 

Use by a defendant of the words sarety scouT was enjoined 
upon motion for summary judgment by the Girl Scouts and Boy 
Scouts organizations of the United States;*** survey evidence, 
showing the reaction of ordinary householders, was held ad- 
missible. 

Use by defendant of the name ALLsTaTEs in connection with 
the renting of auto trailers as part of a corporate name was en- 
joined as infringing Sears, Roebuck and Co.’s registered trade- 
mark ALLsTaTE;*** however, in view of plaintiff’s laches, defendant 
was given a reasonable time, fixed by the court as two years, 
during which he was to adopt a new name. 

Among recent district court cases in which the plaintiff re 
mained entirely unsuccessful, the following may be noted: 


Plaintiff insurance company, doing business under the cor- 


porate name, The Guardian Life Insurance Company of America, 


was held not entitled to enjoin a much smaller insurance company 
in a different part of the state from using the word GUARDIAN as 


i 


part of its name.*** The court found no competition between the 
parties since defendant’s business was limited to mortgage 
insurance. 

Du Pont, owner of the registered trademark pro-TeK for a 
hand cream and related products, was held not entitled to enjoin 
defendant from using PROTEX-A-HAND and PROTECT-A-HAND On a Sim 
ilar product.*” Plaintiff's mark was characterized as “weak” and 
defendant’s use considered merely use of “a permissibly descrip 
tive term”. 

Plaintiff, owner of the registered trademark VIRGINIA GENTLE- 
MAN for whiskey, was denied summary judgment against use by 
defendant of INDIANA GENTLEMAN and AMERICAN GENTLEMAN for the 


222. Girl Scouts of The United States of America et al. vy. Hollingsworth, 188 
F.Supp. 707, 127 USPQ 271, 50 TMR 938 (D.C., E.D. N.Y., 1960). 

223. Sears, Roebuck and Co, v. Allstates Trailer Rental, Inc., 188 F.Supp. 170, 
127 USPQ 246, 51 TMR 286 (D.C., Md., 1960). 

224. The Guardian Life Insurance Company of America v. Guardian National Life 
Insurance Company, 184 F.Supp. 851, 126 USPQ 166, 50 TMR 1233 (D.C., E.D. La., 
1960). 

225. E.I. Du Pont de Nemours & Company v. Acrolite Products, Inc., 186 F.Supp. 


aawd 


812, 126 USPQ 505, 51 TMR 296 (D.C., N.J., 1960). 
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same product;°*° plaintiff's argument of potential confusion was 
rejected and defendant’s defense of “unclean hands” reserved for 
determination at the trial. 

A Kxentucky district court refused to protect the distiller of 
JACK DANIEL’S Bourbon whiskey against use by a defendant of a 


package and method of advertising closely imitating plaintiff’s ;° 
although finding that defendants “intentionally copied and imi- 
tated the brands” of plaintiff’s well established label, it was held 
that as a result of using a different name on the product likeli- 
hood of confusion was eliminated. Plaintiff was held to have 
failed to prove that it created a “brand image” in the public mind 
which had acquired a secondary meaning. 

A district court in Oklahoma dismissed a complaint by the 
owner of the registered trademark MEADOW GOLD for butter against 
defendant’s use of MEADOW SWEET since 1939 in connection with 
dairy products and including, since 1940, butter.**? The court took 
note of numerous third party registrations all including the word 
MEADOW in association with various butter products. 

Most recently Miles Laboratories, Inc. was unsuccessful in 
an attempt to enjoin the use of MILK-0-SELTZER on a product of 
the same general nature as its ALKA-SELTZER product and used for 
the same purposes.**? A California district judge considered the 
plaintiff’s survey evidence, which included even sound motion 


pictures and the testimony of a professor of psychology, but found 


it unpersuasive of possible confusion. Defendant was granted 


ecosts.**? 


c. State Court Decisions 


Among recent state court decisions, first mention should be 
given to two decisions by the New York Court of Appeals, one of 


226. A. Smith Bowman and Sons, Inc. v. Schenley Distillers, Inc., 190 F.Supp. 586, 
128 USPQ 137 (D.C., Del., 1961). 

227. Jack Daniel Distillery vy. Hoffman Distilling Company, 190 F.Supp. 841, 128 
USPQ 516 (D.C., W.D. Ky., 1960). 

228. In John P. Dant Distillery Co. v. Schenley Distillers, Inc., 189 F.Supp. 821, 
128 USPQ 456, 51 TMR 593 (D.C., W.D. Ky., 1960), plaintiff, doing business under the 
name JOHN P. DANT DISTILLERY CO. Or JOHN P. DANT alone, sought a declaratory judg- 
ment establishing his right to use his name and an injunction protecting it from 
continued use of DANT or J. W. DANT by defendant, who counterclaimed for infringement 
and unfair competition. The court sustained plaintiff’s right to use his own name and 
dismissed the counterclaim. 

229. Beatrice Foods Co. v. Neosho Valley Cooperative Creamery Association, 128 
USPQ 89, 51 TMR 444 (D.C., N.D. Okla., 1960). 

230. Miles Laboratories, Inc. v. Frolich, 130 USPQ 18 (D.C., S.D. Calif., 1961). 

231. A few other significant district court decisions passing upon jurisdictional 
aspects will be found in the concluding part of this report. 
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which may well constitute a boon to trademark owners whose marks 
are unauthorizedly placed on rejillable containers and rebottled 
products, while the other must serve as a damper with regard to 
the scope of “incontestability” under the Act of 1946. In Lanvin 
Parfums, Inc. v. Le Dans, Ltd. et al. the plaintiff sought an 
injunction against defendant’s rebottling of the former’s products 
even though the defendant had used an inscription on its bottles 
advising the purchasing public of the fact of rebottling. Defendant 
thus argued that, as a result of making a “truthful” disclosure, 
it had brought itself within the doctrine of the famous case of 
Prestonettes v. Coty;*® the plaintiff, on the other hand, based its 
ease squarely on Section 2354, subdivision 6, of the New York 
Penal Law, which makes the repackaging or rebottling of any 
product bearing the manufacturer’s trademark a misdemeanor 
provided the defendant did so “knowingly”. It should be noted 
that this particular criminal statute does not specifically provide 
that the defendant must act with “intent to defraud” and it was, 
therefore, the plaintiff’s theory that the purpose of the section 
was primarily one of protecting the plaintiff’s good will, rather 
than protecting the publie against deliberate fraud. The Ap 
pellate Division, in a four to one decision,** disagreed with plain 
tiff’s theory and, moreover, observed that to accord to trademark 
owners the measure of protection suggested by the plaintiff would 


involve “an extension of protectible interests in trade-marks not 
even recognized under Federal law,” ** quoting the Coty decision. 
It was also stated that an injunction would not lie merely to 
prevent a crime. Judge Rabin, in dissent, voted to affirm the 
lower court’s order which had sustained the sufficiency of the com 
plaint.** In the dissenting jJudge’s opinion, Section 2354, sub- 
division 6, was not intended only to apply in situations of actual] 
fraud but had been enacted “to establish safeguards which would 
prevent the likelihood of fraud”; it was significant, according to 
the opinion, that the section was included among those entitled 
“Offenses against trade-marks”. The Court of Appeals, in a five 
to two decision, adopted the viewpoint of the dissent and _ re- 
manded the case to Special Term for further proceedings. The 
majority, speaking through Judge Foster, said: 


215 N.Y.S.2d 257, 129 USPQ 190 (N.Y. Ct. App., 1961). 

264 U.S. 359, 18 TMR 135 (1924). 

208 N.Y.S.2d 675, 128 USPQ 208, 51 TMR 734 (N.Y. Sup. Ct., App. Div. 1st 
960). 

208 N.Y.S.2d 675, 681, 128 USPQ 208, 2 

208 N.Y.S.2d 675, 685, 128 USPQ 208, 2 


211, 51 TMR at 738. 
14, 51 TMR at 742. 





THE TRADEMARK REPORTER Vol. 51 TMR 


“Tn creating this statute to prohibit transactions and busi- 
ness practices replete with possibilities of fraud and deception 
and to protect the trademark owner, the Legislature acted well 
within the scope of its polie e power. ia 


It further made the important observation that the U.S. Supreme 
Court’s decision in the Coty case and the limitations imposed 
thereby had no application in the present case based on inter- 
pretation of a state statute intended specifically to extend a trade- 
mark owner’s protection beyond the maximum relief, available 
under the federal court doctrine as subsequently formulated in 
Prestonettes, Inc. v. Coty. It may well be expected that the ramifi- 
eations of the Lanvin decision may extend to numerous other 


practices of reconditioning, repackaging, ete. and will not be lim- 


ited to the toilet goods industry. Thus, the Better Business Bureau 
for the Metropolitan area, in its May, 1961 bulletin, “bbb spot- 
light”, commented as follows: 


“Although this was a civil action brought by Lanvin, the 
Court of Appeals has now put on record an interpretation of 
the Penal Law which would appear to be applicable to all 
‘ases of rebottling. 

“It should prove helpful to the inca in its campaign 
against improper practices in the perfume industry.” *** 


A very different approach and spirit will be found in the 
New York Court of Appeals’ decision in the Dell Publishing Com- 


129 USPQ 190, 192. 

However, the Court of Appeals took an entirely different approach in passing 
upon the constitutionality of a State statute, Section 436-d of the New York Penal 
Law, which makes it a criminal offence to resell newspapers, magazines, ete. from which 
the cover or title has been removed or from which the title, trade name, trademark or 
other identification mark has been removed or obliterated. In People of the State of 
New York vy. Nathan J. Bunis, 205 N.Y.S.2d 517, reversing the lower court, 181 N.Y.S. 
2d 388, and dismissing the information, the court unanimously held that by enacting a 
statute absolutely forbidding any person from selling any coverless magazine, ‘the 
Legislature had also prohibited certain legitimate practices which may carry “not the 
slightest taint of corruption or impropriety.” This was held to be arbitrary and in 
violation of due process. It is interesting to compare this New York decision with a 
recent Third Circuit decision dealing with the same problem in the absence of specific 
statutory regulations. See below, at n. 277. The problem of unauthorized collateral 
reference to a manufacturer’s trademark also arose before lower federal courts on several 
occasions, Thus, in Polaroid Corporation v. Permarite Corporation et al., 186 F.Supp. 
755, 126 USPQ 237, 50 TMR 954 (D.C., S.D. N.Y., 1960), the Polaroid Corporation was 
granted a preliminary injunction against overemphasized and otherwise misleading refer- 
ences to the word POLAROID on defendant’s display cards for sunglasses. It appeared 
that defendant used POLAROID lenses which had been previously sold by the U.S. Govern- 
ment as surplus. In Philco Corporation et al. v. Winer, d.b.a. Philco- York Service Com- 
pany ct al., 189 F.Supp. 827, 128 USPQ 467, 51 TMR 601 (D.C., 8.D. N.Y., 1960), the 
plaintiff secured a preliminary injunction against defendant who advertised under the 
name PHILCO SERVICE OF NEW yorK. The court added that the injunction would not prevent 
defendant from indicating to its customers in a manner not inconsistent with the opinion 
that it would service PHILCO appliances. 
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pany case.*** In that case the plaintiff had originally secured an 
injunction enjoining respondent from using the magazine title 
MODERN CONFEssIONS, Which had been held to constitute trademark 
infringement and/or unfair competition with plaintiff’s trademark 
MODERN ROMANCES but had failed to prevail before the Appellate 
Division which, in a three to two decision, dismissed the complaint 
on the ground that the word MODERN as part of the magazine title 
was in frequent use and not likely to cause confusion. [Even in 
the face of plaintiff’s registration, the majority of the Appellate 
Division commented, with regard to the word “modern”, that it 
‘is not a non-descriptive term which had acquired a secondary 
meaning to be protected by a court of equity. In the absence of 
proof of imitation and confusion, defendant was free to select the 
word ‘modern’ to be used in conjunction with ‘confessions’ for a 
title, particularly in view of the proof that the word ‘modern’ 
was used by many other publishers. The concurrent use of com- 
mon words by the leading magazines in the romance-confessions 
field by various publishers is further support for our conclusion 
that there was no infringement here, no palming off, and no rea- 
sonable likelihood of confusion.” **° The dissenting opinion took 
the view that plaintiff’s evidence of secondary meaning was “over- 
whelming” and that defendant’s use of the title MopERN CONFES- 
sions constituted both trademark infringement and unfair com- 
petition. The Court of Appeals—this time unanimously—affirmed 
the lower court and held that the complaint had been properly 
dismissed. After pointing out that over 60 other publication titles 
were registered in the Patent Office which included the word 
“modern”, the court failed to find likelihood of confusion. Opin 
ions may, of course, differ with regard to this factual issue, i.e., 
the question whether the purchasing public might in any way con- 
fuse MODERN ROMANCES with MODERN CONFESSIONS: what must be 
disturbing, to trademark owners, however, is, not the ultimate 
result as much as some of the reasoning found in the court’s opin- 
ion. It is submitted that the court’s observation that “the mere 
registration of descriptive or suggestive words would not auto- 
matically preclude their use by others when the evidence indicates 
is ambiguous and misleading, 


99 241 


a lack of secondary meaning, 





239. Dell Publishing Company, Inc. v. Stanley Publications, Inc., 211 N.Y.S 2d 
393, 128 USPQ 493, 51 TMR 745 (C.A. N.Y., 1961), affirming 201 N.Y.S.2d 1008, 126 
USPQ 305, 51 TMR 199 (N.Y. App. Div., 1960). 

240. 201 N.Y.S.2d 1008, 1012, 126 USPQ 305, 307, 51 TMR 199. 
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since descriptive words are not capable of registration on the 
Principal Register unless secondary meaning has, in fact, been 
established and in that event, such registration would preclude 
others from using the same term at least in a trademark sense. 
The immediately following sentence of the court’s opinion is 
equally disconcerting. The court there states: 


“Unlike registration under the prior law, which limited validity 
to names which could meet the requirements of a technical 
trade-mark (1.e., an arbitrary or fanciful term having no mean- 
ing in relation to the goods in question), the Lanham Act now 
authorizes those common and generic terms which through 
eontinuous use have become identified with the origin of the 


%’9 , , 
goods.” ** 


This statement apparently overlooks the distinction between 


“merely deseriptive terms” and common descriptive terms or 


generic names; the Act itself very specifically provides that ge- 
neric terms may never become registrable trademarks regardless of 
secondary meaning and, if registered, are subject to cancellation 
at any time under Section 14 of the Act. Nor can we follow the 
court’s dictum that even the validity of an otherwise incontestable 
trademark may still be challenged on the issue of descriptiveness 
wherever the mark is a composite mark consisting of more than 
one word. From all this the court finally concluded that the title 


7 


‘suggestive”’, 


. 


MODERN ROMANCES, even if it were considered only 
had not become identified with the plaintiff in the minds of the 
public. It is hoped that the court may have another opportunity 
in the not too distant future to clarify those parts of the opinion 
which would seem to emasculate to a considerable extent the effect 
of Section 2(f) of the Act of 1946, even though the same ultimate 
result may possibly be reached merely as the result of a finding 
of lack of likelihood of confusion.*** 


Ibid. 

It may be noted in passing that magazine titles were also before the federal 
courts in New York on at least two occasions during the last year. In Atlantic Monthly 
Company Vv. Frederick Ungar Publishing Co., Inc., 185 F.Supp. 221, 127 USPQ 164, 
51 TMR 94 (D.C., S.D. N.Y., 1960), the district court refused to issue a temporary 
injunction in favor of the publisher of the well-known ATLANTIC MONTHLY against 
defendant’s use of a book series known as ATLANTIC PAPERBACKS. The court held that 
it could not at this preliminary stage conclude that the word ATLANTIC had acquired a 
secondary meaning in favor of plaintiff “so as to pre-empt the use of that word by 
anyone else in connection with publishing activities,” particularly since 7 other publi- 
eations appeared to be using the word ATLANTIC in their titles. The “drastic remedy” 
of a temporary injunction was, therefore, denied. In Travel Magazine, Inc. v. Travel 
Digest, Inc., et al., 191 F.Supp. 830, 128 USPQ 533, 51 TMR 608 (D.C., S.D. N.Y., 
1961), the magazine TRAVEL sued the publisher of a magazine entitled TRAVEL DIGEST, 
which was claimed to be a colorable imitation of plaintiff’s registered trademark and 





Vol. 51 TMR FOURTEENTH YEAR OF TRADEMARK ACT OF 1946 841 


Contrary to the conservative approach by the Court of Ap 
peals in the MODERN ROMANCES case, several New York Supreme 
Court judges did not hesitate effectively to protect certain well- 


known marks or naines even in the absence of competition or any 


appreciable degree of likelihood of confusion. Thus we find one 
court granting a motion for summary judgment protecting the 
Greyhound Corporation against use of the word GREYHOUND by 
the defendant dealer in public securities.*** The defendant argued 
in vain that dealing in securities and free investment advice bore 
no relationship whatever to plaintiff’s transportation business. 
The court said: 


“The primacy and distinction acquired by the name GREYHOUND 
has many times been the subject of litigation resulting fa- 
vorably to the plaintiff. In addition, the plaintiff is entitled 
to favorable consideration in the application of General Busi- 
ness Law, section 368-c(3). As plaintiff suggests, the defen- 
dant is guilty of ‘commercial hitchhiking’.” ** 


In other words, the court’s decision was actually based on pro- 
tection of plaintiff's name against dilution under the New York 
Antidilution Statute.°* 

Among other instances in which the lower courts in New York 
protected well-known marks or names the following may be men- 
tioned: Injunctive relief was awarded the Metropolitan Opera 


against use of the term METROPOLITAN ARTISTS, INC.;°*" plaintiff's 


name AMERITEX as used in the textile business was protected against 
use by defendant of the name AMTEX FABRICS, INC. ;°** a circus using 
the slogan THE GREATEST SHOW ON EARTH Was enjoined pendente lite 


an act of unfair competition. On defendant’s motion to dismiss, the court held that 
the complaint clearly stated a cause of action for trademark infringement and that 
the issue to what extent the word TRAVEL had acquired a secondary meaning could be 
determined only upon trial of the action. Furthermore, the court also held that the 
count of unfair con petition was properly appended and should not be dismissed for 
lack of jurisdiction. 

244. Greyhound Corporation v. Greyhound Securities, Inc., 207 N.¥.8.2d 742, 127 
USPQ 348, 51 TMR 424 (N.Y. Sup. Ct. Sp. Term, N.Y. Co., 1960). 

245. 207 N.Y.S.2d 742, 744, 127 USPQ 348, 349, 51 TMR 424. 

246. It may be mentioned once more in passing that a few months ago the New 
York Legislature passed and the Governor sioned two important amendments to the 
New York General Business Law, one of which was intended to correct the Second 
‘ireuit conelusion in the Dawn Donut case (see n. 7. supra) that the benefits of the 
Antidilution Statute of New York State were available only to a plaintiff whose trade- 
mark or trade name had been registered under the New York State registration law. 
‘he other recent amendment now provides for registrability of service marks in New 


247. Metropolitan Opera Association, Inc. v. Metropolitan Artists, Inc., 212 N.Y.8.2d 
135, 128 USPQ 556, 51 TMR 772 N.Y. Sup. Ct. Sp. Term, N.Y. Co., 1961). 

2948. United Merchants §& Manufacturers, Inc. vy. Amtex Fabrics, Inc., 212 N.Y.S. 
2d 498, 128 USPQ 499, 51 TMR 613 (N.Y. Sup. Ct. Sp. Term, N.Y. Co., 1961). 
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upon petition of the Ringling Bros.-Barnum & Bailey Combined 
Shows, Inc., which had publicized the title;*** the same judge also 
granted an injunction pendente lite against a pencil manufacturer 
who had copied plaintiff’s product “down to the minutest detail” 
and had simply substituted the name PILGRIM as against plaintiff’s 
use of the word PLyMouTH.*” 


On the other hand, the Appellate Division recently held, in 
Ball et al. v. Umted Artists Corporation et al., that the lower 
court had correctly dismissed a complaint in which the plaintiff 
claimed to have originated the title cHtNA poLL and to have ex- 
ploited it as a name for a night club, while defendants were 


charged with misappropriation as a result of selecting the same 
name as a title of a motion picture. It was held that the title 
CHINA DOLL had not acquired a secondary meaning in association 
with plaintiff’s business and that plaintiff had utterly failed to 
show that there might be a connection between it and the defen- 
dant motion picture producer. Consequently, both the lower court 
and the Appellate Division held that there was no misappropria- 
tion of any property interest and that, moreover, there was no 
genuine issue of fact with regard to any possible allegation of 
unfair competition. 

Several other high state court tribunals had, at least on one 
oceasion, to pass upon issues of trademark and trade name in- 
fringement during the period here under consideration; the ma- 
jority of these decisions dealt with trade names and corporate 
names, rather than registered trademarks. The Supreme Court 
of Pennsylvania in a decision reminiscent of the dissenting opinion 
in the previously mentioned wotrte’s case,*” held, in a six to one 
opinion, that the plaintiff, who operated two motels near Harris- 
burg on the Pennsylvania Turnpike under the names HOLIDAY WEST 
and HOLIDAY EAST, was not entitled to injunctive relief against de- 
fendant who had opened a motel under the name HOLIMAY INN 
only about 80 miles distant from plaintiff’s two establishments.*° 
In view of the “weakness” of the name HoLipay, it was held that 
plaintiff had no rights of preemption even throughout the State 





249. Ringling Bros.-Barnum & Bailey Combined Shows, Inc. v. Acme Circus 
Operating Company Inc., 129 USPQ 77 (N.Y. Sup. Ct. Sp. Term, N.Y. Co., 1961). 

250. United States Pencil Company, Inc. v. The Union Pencil Company, Inc., 129 
USPQ 77 (N.Y. Sup. Ct. Sp. Term, N.Y. Co., 1961). 

251. 129 USPQ 192 (N.Y. App. Div., 1961). 

252. Supra n. 188. 

253. Zimmerman v. B. § C. Motel Corporation, 163 A.2d 884, 127 USPQ 177, 51 
TMR 77 (Pa. Sup. Ct., 1960). 
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of Pennsylvania and that the parties were not “operating in the 
same market”. Indeed, the court went as far as to say that the 
motels were “too far apart for realistic competition”. It should 
be added, however, that, similarly to the Second Cireuit’s decision 
in the Dawn Donut case,*** the court’s denial of relief was “with- 
out prejudice in case the parties expand their facilities in this 
rapidly expanding industry.” *°° 

The Maryland Court of Appeals held, in The Avalon Hill 
Company v. Gebhardt, that the manufacturer of a game entitled 
GETTYSBURG should not prevail against a competitor who was mar- 
keting a game involving the Gettvsburg Battle. Said the court: 


“Manifestly, any game utilizing the subject matter of the Battle 
would be in competition with a similar game first in the field 
and create at least a possibility of confusion. It does not 
follow that the competition could be enjoined for that reason 
alone.” 


Since, contrary to plaintiff’s allegation, defendant’s box lid was 
found not to be similar in color, style and design to that used by 
plaintiff, no unfair competition was found and no likelihood of 
confusion held to have been established. 


Plaintiff’s use of the name OWEN PARK APARTMENTS was pro- 


tected against defendant’s use of the name OWEN PARK PLAZA by 
the Supreme Court of Michigan, notwithstanding the name’s geo- 
graphical connotation.*” 

The Supreme Court of Utah enjoined use by the defendant 
of the word BUDGET in association with its BUDGET LOAN AND FINANCE 
PLAN upon complaint by plaintiff, Budget System, Inc.** Defen- 
dants were found to have acted in bad faith in prominently using 
the word BupcGET, particularly since it appeared to be something 
less than a “friendly coincidence” that defendant began use of the 








254. Supra, ns. 7 and 246. 

255. It may not be amiss to compare the HOLIDAY case with a recent decision by 
a California district court involving use in good faith of the name PUMP ROOM for a 
restaurant in Los Angeles. Defendant in Hotel Sherman, Inc. vy. Roy A. Harlow, 186 
F.Supp. 618, 127 USPQ 40, 50 TMR 1123 (D.C., S.D. Calif., 1960), had used the name 
since 1945 without its use being objected to by the plaintiff hotel company until 1954. 
In view of defendant’s good faith, the court issued an injunction against use of the 
name PUMP ROOM by defendant outside a radius of four miles from the restaurant’s 
present location and, conversely, on defendant’s counterclaim, enjoined the plaintiff 
from using the name PUMP ROOM within the same four mile radius. 

256. 166 A.2d 740, 128 USPQ 207 (C.A. Md., 1961). 

257. Belvidere Land Company et al. v. Qwen Park Plaza, Inc., 127 USPQ 545, 51 
TMR 715 (Mich. Sup. Ct., 1960). 

258. Budget System, Inc. vy. Budget Loan and Finance Plan, 361 P.2d 512, 129 
USPQ 201 (Utah Sup. Ct., 1961). 
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word at a location only half a block away from plaintiff’s estab- 
lishment.*** 

Likewise, a plaintiff before the Colorado Supreme Court sue- 
ceeded in protecting its name, MID-CONTINENT REFRIGERATOR CO. 
against use by defendants of MID-COMMERCIAL REFRIGERATION Co.*°° 
In this particular case, the court was influenced also by the fact 
that defendant’s officers had been former employees of the plain- 
tiff corporation. 

The Arizona Supreme Court, in a mandamus proceeding 
against that State’s Corporation Commission, which had refused 
to record a change of name from THE BANK OF DOUGLAS to THE 
ARIZONA BANK, upon the filing of a protest by the Southern Arizona 
Bank & Trust Company and others, held that, as a matter of law, 
there was no likelihood of deception between THE ARIZONA BANK 
on the one hand and sOUTHERN ARIZONA BANK & TRUST COMPANY on 
the other, and that the Commission therefore had acted in abuse 
of its diseretion in refusing to record the change of name.**! Three 
of the justices, in a partially dissenting opinion, expressed the 
view that the issue of confusion was one of fact, rather than of 
law, and that the case should have been remanded for trial. 

In California, we find a state court granting relief to the 
CREDIT BUREAU OF PALM SPRINGS AND COACHELLA VALLEY against de- 
fendant’s use of a practically identical name in the same geo- 
graphical area.**? On the other hand, a California district court of 


appeals denied a preliminary injunction in favor of Mae West 
against use by defendant of the name pIAMonpD Lit which the public, 
according to the complaint, had always associated with the plain- 
tiff ;°°* since the existence of a “property right” in the title prlamonp 
LiL on the part of Miss West was found to be at least “extremely 
doubtful’, the court would not issue an injunction before trial.** 


259. On similar grounds, a Texas district court enjoined use of the name GENERAL 
ADJUSTMENT SERVICE by defendant in the light of the considerable secondary meaning 
which plaintiff had built up under the name GENERAL ADJUSTMENT BUREAU, INC. many 
years earlier. General Adjustment Bureau, Inc. v. Fuess, 129 USPQ 307 (D.C., S.D. 
Texas, 1961) 

260. Swart et al. v. Mid-Continent Refrigerator Company, 129 USPQ 129 (Colo. 
Sup. Ct., 1961). 

261. Senner et al. v. The Bank of Douglas, 126 USPQ 298, 51 TMR 199 (Ariz. 
Sup. Ct., 1960). 

262. Hair v. McGuire, 128 USPQ 489, 51 TMR 693 (Calif. D.C. App., 1961). 

263. West v. Lind, 9 Cal. Rep. 288, 128 USPQ 204, 51 TMR 729 (Calif. D.C. App., 
1960). 

264. One other rather unusual decision by the California District Court of Appeals 
may be worth mentioning. In Leventhal, d.b.a. Traction Master Co. y. Ollie Morris 
Equipment Corporation et al., 127 USPQ 96, 51 TMR 405 (Calif. D.C. App., 1960), it 
was held that the fact that a corporation went into bankruptcy while perhaps “some 
evidence of an intention to abandon the trade name, was not conclusive of abandon 
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II. UNFAIR COMPETITION BY “SLAVISH IMITATION”; 
COPYING OF NONFUNCTIONAL FEATURES 

The ever-recurring problem of relief against imitation of non- 
functional features in the absence of patent, copyright or trade- 
mark protection, which was discussed in last year’s report at some 
length in connection with the most recent adverse trend in the 
Second Circuit,*” has again occupied both the federal and state 
courts on numerous occasions although no case directly in point 
has been decided by the Second Circuit since the American Mari- 
etta case.’ In the Seventh Circuit, however, it was held in 
Day-Brite Lighting, Inc. v. Sandee Manufacturing Co?’ that the 
elements of secondary meaning were not satisfied even where the 
court had found that the public was likely to believe that defen- 
dant’s HORIZON panels were plaintiff's CLEARTEX panels and that 
the trade associated the appearance of CLEARTEX panels with 
plaintiff and its trademark. Consequently, the court affirmed and 
clarified its earlier ruling®** that in view of the invalidity of plain- 
tiff’s patent the defendant was not guilty of unfair competition. 

Much better fared the plaintiff in the Ninth Circuit case of 
Audio Fidelity, Inc. v. High Fidelity Recordings, Inc.;*° in re- 
versing the district court, a unanimous court in an enlightened 
opinion by Judge Barnes held that even in the absence of patent, 
eopyright or trademark, a record manufacturer should be pro- 
tected against copying by the defendant of much printed material 
on the jacket of phonograph records which served no functional 
purpose. The court was persuaded that defendant had deliberately 


copied the plaintiff’s artwork and that the features so copied were 


not merely descriptive or functional. A result similarly favorable 
to plaintiff was reached in the Tenth Circuit in Midwest Plastics 


ment.” On the contrary, where the trustee in bankruptcy had sold the trade name and 
patents in conjunction with the good will of the bankrupt concern, it could well be 
concluded that such transfer was valid despite the fact that all other physical assets 
of the corporation had been separately sold by the trustees. 

265. See The Thirteenth Year, supra n. 7, at p. 31 et seq., 50 TMR 845 et SEq., 
and discussion of American-Marietta Co. v. Krigsman, 275 F.2d 287, 124 USPQ 320 
50 TMR 498 (C.A. 2, 1960), and other cases. 

266. A New York court did protect the shape of a plastic soap dish in Hygienic 
Specialties Co. v. H. G. Salzman, Inc., 189 F.Supp. 790, 128 USPQ 79, 51 TMR 511 
(D.C., S.D. N.Y., 1960), although no secondary meaning had actually been established. 
It was held on the authority of Santa’s Work Shop v. Sterling, 122 N.Y.S.2d 488, 98 
USPQ 463 (N.Y. App. Div., 1953), that in situations of this sort plaintiff and the 
public were entitled to protection regardless of evidence of secondary meanng, It 
should be noted, however, that the court also found the existence of a previous fiduciary 
relationship between the parties. 

2°67. Day Brite Lighting, Inc. Vv. Sande¢ Manufacturing Co., 286 F.2d 596, 128 
USPQ 416 (C.A. 7, 1960). 

268. 128 USPQ 1 (C.A. 7, 1960). 

269. 283 F.2d 551, 127 USPQ 306, 51 TMR 273 (C.A. 9, 1960). 


’ 
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Corporation v. Protective Closures Company, Inc.* It was held 
that while features unprotected by patent or copyright may be 
freely copied, the defendants were under legal obligation to use 
ordinary care in advising the purchasing public of the origin of 
the product bought; in view of the complete absence of any added 
identifying mark on defendant’s product and in view of the latter’s 
studied copying of plaintiff’s catalogs and illustrations, it was 
found that defendants were guilty of a deliberate scheme of palm- 
ing off and were accountable to the plaintiff for all profits made 
during the period of unfair competition, but they were not enjoined 
from making and selling the product itself.°” 

Among state court decisions, a New York Supreme Court 
granted a temporary injunction against copying of plaintiff’s un- 
patented handbag unless defendant indelibly stamped its name 
into the bag;*** the court emphasized, however, that defendant in 
this instance was a former employee of plaintiff and guilty of a 
breach of trust. A California state court dismissed the complaint 
in Don Alvarado Company vy. Porganan*™ on the ground that use 
of the defendant’s brand name on the imitated product sufficiently 
distinguished the parties’ competing goods; no relief was granted 


despite the fact that defendant’s conduct was characterized by the 
court as “somewhat suspect”. 


III. MISCELLANEOUS FORMS OF UNFAIR COMPETITION 


Finally, the reader’s attention may be directed to a few sig- 
nificant decisions involving alleged unfair acts and practices not 
falling into any of the categories previously discussed yet coming 
within the confines of the common law of unfair competition as 
well as within the scope of the pending Lindsay Bill** which seeks 
to establish a statutory federal unfair competition law. A rather 
unusual aspect of the recently recognized “right of publicity” *”° 


270. 285 F.2d 747, 128 USPQ 68, 51 TMR 483 (C.A. 10, 1960). 

271. Among district court decisions involving the issue of imitation of nonfunc- 
tional features, Colgate-Palmolive Company v. Rafidane Corporation et al., 127 USPQ 
253, 51 TMR 305 (D.C., 8.D. N.Y., 1960), was decided in favor of the plaintiff (tempo- 
rary injunction granted in view of defendant’s almost identical package). In Desclee 
§ Cie, S.A. v. Nemmers, 190 F.Supp. 381, 128 USPQ 186 (D.C., E.D. Wis., 1961), no 
unfair competition was found in photocopying of books (plain song for school use of 
Gregorian chants). 

272. Etienne Aigner, Inc. v. Becho et al., 127 USPQ 100 (N.Y. Sup. Ct. Sp. Term, 
N.Y. Co., 1960). 

273. 127 USPQ 433, 51 TMR 200 (Calif. Super. Ct., 1960). 

274. H.R. 4590, see supra n. 1. 

275. Cf. Harlan Laboratories, Inc. v. Topps Chewing Gum, Inc., 202 F.2d 866 

C.A. 2, 1953), cert. den. 346 U.S. 816 (1953); also Nimmer, The Right of Publicity, 19 


LAW & CoNTEMP. Pross. 203 (1954). 
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arose in Donovan v. Wilson Sporting Goods Company.*"* The de- 
fendant, one of the largest manufacturers of sporting goods, had 
entered into agreements with famous baseball players for per- 
mission to use their names on its products in consideration of 
payment of royalties. Plaintiff without entering into such an 
agreement used the players’ names as model or style designa- 
tions. When plaintiff refused to discontinue this practice, defen- 
dant advised all plaintiff's dealers that its rights were being 
violated and also sent a copy of its letter to a monthly trade 
magazine which, in turn, published it but in an inaccurate and 
misleading way (defendant was represented to have threatened 
to sue the dealers and the article further stated that according 
to a federal court decision, use of the players’ names was unlawful 


e 


even if accompanied by a word, such as “style” or “type” unless 
the athlete’s approval had been secured). Plaintiff thereupon 
sued the defendant on the basis of unfair competition and, more 
specifically, on the ground that the publication of the material in 
the trade magazine would seriously impair plaintiff’s business. 
The district court dismissed the action on the ground that the 


defendant manufacturer was not “in any way responsible for the 
publication” and that, moreover, defendant’s letter to the dealers 
was not “unfair competition” under Massachusetts law, which was 
stated to be limited to passing off. The Court of Appeals re- 
versed on both grounds and specifically held that even if the de- 
fendant’s letter had been sent in good faith, it remained responsible 
for the consequences, including a distorted publication thereof by 
the magazine publisher. It was at least incumbent upon the de- 
fendant, according to the appellate court, to take corrective steps 
after the misleading article was brought to its attention. 

A ease of first impression involving problems in the news- 
paper distribution business recently came before the Third Circuit 
in Independent News Co., Inc. et al. v. Williams.* The appellate 
court concisely posed the question as follows: “Can a second-hand 
periodical dealer who purchases cover-removed comics from waste 


paper dealers be enjoined under any one of six different legal 


theories, from marketing them as reading material?” The question 
was answered in the negative both by the district court** and by 
the Court of Appeals. Injunctive relief was denied on the ground 
that defendant’s action did not constitute patent, copyright or 


277. 129 USPQ 376 (C.A. 3, 1961). 
278. 184 F.Supp. 877, 126 USPQ 181, 50 TMR 1124 (D.C., E.D. Pa., 1960). 
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trademark infringement or unfair competition. Involved was the 
right of a purchaser of the cover-removed comics from waste paper 
dealers to sell them on the open market, where the agreement 
between the distributor and the wholesaler provided that the mu- 
tilated return copies with the cover removed were to be used and 
sold as waste paper only. Inasmuch as the defendant purchaser 
had bought the mutilated issues in good faith and since waste 
paper dealers generally had no notice of the restriction, the court 
found no conversion of literary property nor a misuse of any 
trademark or infringement of copyright. Nor did either the trial 
court or the appellate court find any “misappropriation” for de- 
fendant’s commercial advantage under the doctrine of the Asso- 
ciated Press case.™ 

A most comprehensively footnoted and reasoned decision was 
recently handed down by the Oregon Supreme Court in The 88¢ 
Stores, Inc. v. Martinez.**’ The plaintiff in that case had adopted 
the name THE ss¢ storE, after having conceived the idea of selling 
a great variety of items at the single price of 88 cents; plaintiff’s 
advertising slogan announced “S888 items at 88¢’. Plaintiff's 
method of doing business in this fashion and under this name was 
so successful that within a relatively short time nine additional 


stores in Oregon and several others in the States of Washington 
oa 


and California were enfranchised all under the name THE ssé¢ 


stores. In 1959 defendant opened a small store in Portland under 
the name GIL’s SUPER ss¢ stToRE, also offering most of its items at 
88 cents. Moreover, the defendant used the slogan “8888 items 
at 88¢, and the store was located within one mile of one of 
plaintiff’s licensed stores. Despite all this, the Court reversed the 
trial court, which had held for the plaintiff and had authorized 
an award of damages in an amount of $2500. The Supreme Court 
held that plaintiff had failed to prove that its name had acquired 
a secondary meaning and that the defendant could not be pre- 
vented from practising the same idea which had first been sue- 
cessfully developed by the plaintiff. It would seem that despite 
the court’s thorough research and scholarly analysis of the law, 
the result would leave most of us with a sense of frustration and 
disappointment. While it may be true thet plaimtiffs method of 


279. As previously mentioned, the New York Court of Appeals recently held a 
New York statute seeking to protect newspaper distributors against reselling of cover- 
less return copies to be unconstitutional, supra n. 238. 

2°80. The 88é¢ Stores, Inc. v. Martinez, 361 P.2d 809, 129 USPQ 491 (Ore. Sup. Ct... 
1961). 
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doing business should be open to competitors, there is not even a 
suggestion in the entire opinion why a competitor, in order to 
practice the same system, had to do so by using exactly the same 
price of 88 cents as its base of operation rather than any other 
low price, and had to do business in the immediate vicinity of one 
of plaintiff’s establishments, using the same advertising slogan 
and even going as far as to lure the public into its store by calling 
itself the SUPER ss¢ storE. Such conduct would hardly come within 
the realm of a more enlightened definition of “fair” competition. 


IV. JURISDICTIONAL PROBLEMS; DECLARATORY 
JUDGMENT SUITS AND SCOPE OF COURT’S 
AUTHORITY UNDER SECTION 37 


Mention has already been made of the recent TRAMPOLINE 


81 


ease**' in which an Iowa district court not only decided against 
plaintiff on the ground of genericness of its mark but, at the same 
time, directed the Commissioner of Patents to cancel the regis 


tration. Another instance of application of the court’s authority 


under Section 37 occurred in Teleflex Incorporated v. Telerad 


Manufacturing Corporation involving a suit by the owner of 
the registered trademark TELEFLEX, which had been registered for 
flexible conduits and related products, against a defendant who 
had marked its goods TELE-FLEX with extended T’ and rocket de- 
sign, and was engaged in the manufacture of flexible wave guides 
and similar products. The plaintiff had previously filed a notice 
of opposition against defendant’s application for registration 
which was still pending at the time when the infringement suit was 
instituted. Defendant in its answer in the latter suit asked for a 
court determination that it had the right to proceed with its ap- 
plication to register, and that one of plaintiffs registrations should 
be canceled. The court in a lengthy opinion not only upheld the 
validity of plaintiff’s registration but also acknowledged it to be a 
“coined word not found in any dictionary” and, therefore, enti- 
tled to protection despite the fact that a vast number of other 
products bearing the symbol TELE were in use by third parties. 
It was then held, however, that there was neither actual nor likeli- 
hood of confusion in the instant case and that defendant had not 
been guilty of any acts of unfair competition. Consequently, the 
complaint was dismissed but, at the same time, the Commissioner 


281. Supra n. 213. 
282. 27 USPQ 357, 51 TMR 487 (D.C., S.D. N.Y., 1960). 





850 


THE TRADEMARK REPORTER Vol. 51 TMR 


of Patents was directed “to dismiss and dissolve” the pending 
opposition proceeding; indeed, the court went even further and 
directed the Commissioner to issue a registration to the defendant 
for the composite mark which had been the subject matter of the 
opposition. 

It is obvious, of course, that in eases like the just-mentioned 
TELEFLEX case, there was before the court an action “involving a 
registered trademark” as required by the language of Section 37. 
There still must remain considerable doubt, on the other hand, 
whether Section 37, and particularly the court’s authority to direct 
cancellation of registered trademarks, may properly be invoked 
by a plaintiff who bases his suit on prior common law rights with- 
out having the benefit of a federal registration. Such a situation 
arose in Universal Sewing Machine Co., Inc. v. Standard Sewing 
Equipment Corporation,’ where, in a protracted litigation, plain- 
tiff sought a declaratory judgment declaring its prior right to the 
trademark UNIVERSAL for which defendant had secured a registra- 
tion in the Patent Office, and, at the same time, sought to enjoin 
defendant from further use of its registered mark, an award of 
damages and a court decree canceling defendant’s federal regis- 
tration. As reported last year, Judge Murphy reached the con- 
clusion that, in the absence of diversity of citizenship, the court 
lacked jurisdiction since a declaratory judgment action would not 
lie in the federal court in case of infringement of alleged common 
law rights. He then specifically held that under Section 37, an 
original action in the federal court for cancellation of a registered 
trademark could not be instituted and that the mere fact of in- 
voking the court’s cancellation authority under Section 37 did not 
convert a common law trademark infringement action into one 
“involving a registered trademark”. The court expressed dis- 
agreement with the view taken a few years ago by the Court of 
Appeals in Simmonds Aerocessories v. Elastic Stop Nut Corp.,*** 
that the cancellation remedy of Section 14 of the Act of 1946 
and the court’s jurisdiction under Section 37 were “coneurrent” 
remedies. Judge Murphy said: 


“In our view Section 37 assumes a properly instituted and 
otherwise jurisdictionally supportable action involving a reg- 
istered mark. That not being the ease here, we are without 


185 F.Supp. 257, 126 USPQ 176, 50 TMR 1242 (D.C., S.D. N.Y., 1960). 
257 F.2d 485, 118 USPQ 187, 48 TMR 1469 (C.A. 3, 1958) 
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jurisdiction of the subject matter and upon that ground we 
must dismiss the complaint.” **° 


Before leaving the UNIVERSAL decision, the reader’s attention may 
be called to Judge Murphy’s first footnote**’ in which the opinion 
was expressed that the priority dispute between the parties with 
regard to registration of the mark UNIveRsSAL, which was then 
pending in the Patent Office interference proceeding, did not 
satisfy the requirements of “a justiciable controversy ripe for 
federal court jurisdiction”. A rather different approach to this 
aspect of the problem was taken by Judge Bryan in Topp-Cola 
Company v. The Coca-Cola Company.*" In that case, the plaintiff, 
who had already registered the mark tTopp-coLa in the United 
States, sought a declaratory judgment to the effect that there 
would be no likelihood of confusion between that mark and de- 
fendant’s mark coca-coLa in Puerto Rico, and, at the same time, 
sought an injunction enjoining defendant from further prose- 
cuting an opposition proceeding which defendant had instituted 
in Puerto Rico against plaintiff’s application for registration of 
ToPpp-coLa.*** In denying defendant’s motion for summary judg- 
ment based on the absence of a justiciable controversy, the court 
expressed the view that the filing of the notice of opposition in 
Puerto Rico was in itself a sufficient basis for a declaratory judg- 
ment action in the United States even if the defendant had not 
charged the plaintiff with trademark infringement or unfair com- 
petition in Puerto Rico. Defendant’s argument that the issues 
raised by the opposition should be determined before the appro- 
priate tribunals of Puerto Rico and under the local trademark law 
of that territory was rejected by the court. Contrary to the ap- 
proach suggested in Judge Murphy’s decision in the UNIVERSAL 
case, the court in the Topp-coLa case stated: 


“It seems to me quite plain that the registrant, when 
faced with a charge from a competitor that his registered 
mark is ‘likely to cause confusion and to deceive purchasers’, 


285. 185 F.Supp. 257, 260, 126 USPQ 176, 178, 50 TMR at 1244-1245. The Court 
then proceeded to determine the merits of the case on the assumption that it may be held 
to have been error to have dismissed the case on jurisdictional grounds, 

286. 185 F.Supp. 257, 259, 126 USPQ 176, 177, 50 TMR at 1243. 

287. 185 F.Supp. 700, 126 USPQ 270, 51 TMR 413 (D.C., 8.D. N.Y., 1960). 

288. The plaintiff also sought injunctive relief against certain alleged inter- 
ferences with its legitimate expansion and against harassing plaintiff and others “with 
vexatious litigation.” With regard to these charges, the court granted summary judg- 
ment in favor of defendant on the ground that they had no merit and did not even 
raise any genuine issues of fact. 
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may maintain an action for a declaratory Judgment to deter- 
mine the extent and scope of its rights under a Federal Lan- 


ham Act registration.” 


In thus denying defendant’s motion for summary judgment, the 
court not only analogized the filing of a notice of opposition to 
an outright notice of infringement, but seemed to express the view 
that both the procedural and substantive law with regard to trade- 
mark registration appeared to be the same under Puerto Rican 
and United States statutes; however, this assumption may not 
necessarily be correct, at least with regard to substantive law. 
We may recall that only a year or two ago a federal court of 
appeals deemed it necessary and appropriate, in passing upon 
the trademark significance of the term BAVARIAN for beer, to divide 
our own country on a geographical basis with regard to certain 
areas in which that term had acquired or retained trademark 
significance as compared with the remaining areas in which the 
term was looked upon as a type of beer;*’’ and only a few years 
before the BAVARIAN decision the highest British court had held, 
in the now famous vAPo-rvuB litigation,” that the fact that that term 
no longer had trademark significance in England should by no 
means be deemed conclusive in determining the status of the name 
on the Island of Jamaica where its original trademark significance 
was found to have survived. 


289. 185 F.Supp. 700, 705, 126 USPQ 270, 274, 51 TMR 413. 

290. Anheuser-Busch, Inc. v. Bavarian Brewing Co., 264 F.2d 88, 120 USPQ 420, 
50 TMR 474 (C.A. 6, 1959), discussed, The Twelfth Year, supra n. 7, at p. 21 et seq., 
49 TMR at 1073 et seq. 

291. De Cordova vy. Vick Chemical Co., 68 R.P.C. 103 (1951). 








